Proteetion to Trade-Marks. 
| 2 LAAAAAAAATAIATATATATATATAY VAL) 
q AO 


VAAINAITAIAIATATATATY 


The 2 So 
Trade-Ma 
Reporter 


DECEMBER 


Seeuri ty to Commeree. 





The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States. 


This publication, issued monthly, contains all current deci- 
sions of the law of trade-marks, trade-names and unfair competi- 
tion in the courts of the United States, and of the several States 
and in the United States Patent Office. The text of opinions, 
other than Patent Office decisions, is given in full so far as they 
relate to trade-marks, or allied subjects, with references to 
the official or other reports, if any, in which the cases are to be 
found, and with annotations and cross references, designed to 
illustrate the development and assist in the study of this branch 
of the law. 

It likewise contains the text of all legislative enactments of 
the several state legislatures, and of the federal congress, relating 
to the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publica- 
tion from the beginning. This feature adds immeasurably to the 
usefulness of the publication and to the availability of the ma- 
terial contained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is THREE DOLLARS per year in the United States, 
Canada and Mexico; elsewhere FIFTEEN SHILLINGS. 


Tae Unitep States Trape-Mark ASSOCIATION, 


Publication Office, Concord, N. H. 
Editorial Office, 832 Nassau Street, New York City. 














CONTENTS 
PAGE 

United States Circuit Court of Appeals: 
The Baldwin Piano Co. v. R. S. Howard Co ... 6885 
Kellogg Toasted Corn Flake Co. v. Quaker Oats Co.... 537 
Moline Plow Co. v. Omaha Iron Store Co 553 
Omaha Iron Store Co. v. Moline Plow Co...... 553 

United States District Court: 

American Specialty Co. v. Collis Co... ...... 561 
Armstrong Cork Co. v. Ringwalt Linoleum Works..... 570 


Commissioner of Patents: 
Simplex Electric Heating Co. v. The Ramey Co 574 


A. & A. Rubber Co., Ex parte 592 
Adams-Jewell Co., Ex parte 587 
American Cyanamid Co., Ex parte 597 
American Type Founders Co., Ex parte 600 
Barger, Baynes & Munn, Inc., Ex parte 587 
Barrett Manufacturing Co., Ex parte 585 
Butler, Inc., Ex parte 588 
Crowley Milner & Co., Ex parte 595 
Ehret Roofing & Mfg. Co. v. Warren-Ehret Co. 600 
Ginsberg & Bro., Ex parte 594 
Globe Shoe Store, Inc., Ex parte 601 
Goodrich Co., Ex parte 597 
Hoberg Co. v. Albany P. W. P. Co. 603 
Kansas Milling Co., Ex parte 591 
Lewis Oyster Co., Ex parte 602 
Meinecke & Co., Ex parte 586 
Never-Stretch Mattress Co., Ex parte 586 
Northwestern Expanded Metal Co., Ex parte 588 
Ohio Suspender Co., Ex parte 596 
Old File Cutlery Co., Ex parte 585 
Packard Motor Co., Ex parte 589 
Pons y Cia. S. en C. v. Turro y Cia. S. en C. 591 
Popular Mechanics Co. v. Everyday Mechanics Co. 595 
Protexwel Mfg. Corporation, Ex parte 589 
Silverstein Bros., Ex parte 586 
Smith Co. v. Golden Grain Juice Co. 599 
Steadman, Ex parte 601 
Stenotype Co., Ex parte 587 
Vant Woud Rubber Co., Ex parte 590 
Waterbury Co., Ex parte 592 








Published 


by the 


Gnited States Trade-Mark Association 


AT CONCORD, N. H. 
AN ORGANIZATION FOR THE PROTECTION OF TRADE-MARKS AND TRADE-NAMES 


Editorial Office 
32 NASSAU STREET, NEW YORK 


Organized 1878 


Medal, World’s Columbian Exposition, 1893 Grand Prix, Paris Exposition, 1900 


OFFICERS OF THE ASSOCIATION 


PRESIDENT 
EBERHARD FABER * 200 Fifth Avenue, New York 
VICE-PRESIDENT 
A. J. HORLICK 87 Pearl Street, New York 

TREASURER 
ALBIN TROJAN ‘ : 130 Fulton Street, New York 
SECRETARY 
ARTHUR WM. BARBER 82 Nassau Street, New York 


Editor 
\. ARFAUR WILLIAM BARBER 


\ Assistant Editor 
EDWARD pvuBOIS STRYKER, Jr. 


Copyright, 1916, 
by 
The United States Trade-Mark Association. 





Entered as second-class matter February 18, 1916, at the 
Post Office at Concord, New Hampshire, under, the act of 
March 8, 1879. 


NOTICE TO ATTORNEYS 


The Trade-Mark Reporter wishes to publish all cases of trade-mark infringe- 
ment or unfair competition decided by any court in the United States and will 
appreciate the courtesy of attorneys in forwarding copies of any opinions not 
elsewhere published or in forwarding copies to us in advance of their appearance 


in official publications. Address all communications to 32 Nassau St., New York 
City. 








lf 
it 











JAN 11 1917 


BALDWIN PIANO CO. V. HOWARD CO. 535 


Tue Batpwin Piano Company v. R. S. Howarp Company 
United States Circuit Court of Appeals 
Second Circuit, November 14, 1916 


TrapE-MarK—UnratrR COMPETITION—PERSONAL NAME. 

Where the name “‘Howard,” when used in connection with pianos, has 
come to indicate that they are the product of the plaintiff, the defendant may 
not use the same name without prefix or suffix, particularly since the plaintiff 
registered the name as a trade-mark with the knowledge and acquiescence of 
R. S. Howard, under whom the defendant claims. 


On appeal from a decree in favor of the plaintiff. Affirmed. 
For the opinion of the district court, see 6 T. M. Rep. 310. 


Lawrence Maxwell, Edmund Wetmore, John E. Cross and 
Oscar W. Jeffery, for Complainant-Appellee. 
Samuel S. Watson, for Defendant-Appellant. 


Before Coxrn, Warp and Rocerrs, Circuit Judges. 


Coxe, J.: This is an action in equity upon the trade-mark 
“Howard” as applied to pianos. The custom of the trade is to 
stencil the name upon the front of the pianos just above the key- 
board and also upon the cases in which the pianos are shipped. 
The question here is whether the R. S. Howard Company, the 
defendant, has a right to use the word “Howard” as a trade-mark 
in connection with sales of pianos manufactured by it. That it 
may use its own name, R. S$. Howard Company, is not disputed, 
but the contention is that the complainant has a right to the use 
of the name “Howard” alone as applied to the fall-board of the 
pianos manufactured by it because of its long use and also because 
of the defendant’s acquiescence in that use. The Baldwin Com- 
pany adopted the name “Howard” alone to designate pianos sold 
by it in 1896 with the full knowledge of R. S. Howard and pro- 
cured the trade-mark in that name with his acquiescence. It has 
built up a large and flourishing business in this manner, with the 
knowledge of R. S. Howard, and it would now be most inequita- 
ble to permit him to destroy this business and reap the fruits 





| 


536 SIX TRADE-MARK REPORTER 


thereof by transferring a large part thereof to himself. He has a 
perfect right to use his own name, R. S. Howard, in the piano 
business but he has not at this late day the right to appropriate 
the goodwill of the complainant’s business by the use of the trade- 
mark “Howard,” which has by long use come to mean the pianos 
sold by the complainant. 

The name “Howard” without prefix or suffix, when used in 
connection with pianos, indicated that they were the product of 
the Baldwin Company, the complainant herein. There can be 
no doubt as to the wide publicity given by the complainant to the 
“Howard” piano and the large sales made by it under that name. 
In other words, it was the enterprise, energy, capital and brains 
of the complainant company that established and maintained the 
reputation of the Howard Piano and that company is entitled to 
have its rights protected. The facts necessary to understand the 
situation are fully set out in the opinion of Judge Hough and need 
not be repeated here. 

The appellant disputes the validity of the trade-mark reg- 
istrations but it is contended that the validity of these registra- 
tions is not in issue in this case, at least so far as this court is con- 
cerned. The appellee’s brief contains the following: 

“The appellant’s brief attacks the plaintiff’s right to its trade-mark registra- 
tions, but the validity of the registrations is not in issue in the case. At the final 
hearing below, plaintiff did not claim infringement of its registrations and confined 
its charge of infringement solely to its common law rights in the name ‘Howard,’ 
and Judge Hough at the close of his opinion said: 

***T incline to ground that decree solely on principles of unfair competition, 


and leave the trade-mark situation to take care of itself; but upon this point I am 


willing to hear further argument if the matter is pressed, as it was not much alluded 
to in argument.’ 


‘*“The matter was not pressed by either side and therefore there is no finding 
about it in the decree. It was evidently the opinion of the Court below that all 
questions concerning the validity of the registrations should be left to the Can- 
cellation Proceedings instituted by the R. S. Howard Company in the Patent Office 
and now about to come to final hearing there.” 


We are inclined to think that the court was not called upon 
to hear what were practically moot questions not essential to a 
decision and which, even if decided according to the appellant’s 
contention, would not affect the controlling question in the least. 
The decree of the district court is affirmed. 


Warp, Circuit Judge (concurring): I concur in the opinion 








: 





KELLOGG CO. V. QUAKER OATS CO. 537 


of the court but think we should go further. The complainant 
set up in its bill ownership of a trade-mark for the word ““ Howard” 
registered under the Act of 1881 and of another such trade-mark 
registered under the Act of 1905, and prayed that it might be 
declared the exclusive owner of both. The defendant in its answer 
alleged that both these trade-marks were registered without au- 
thority of law and in its counterclaim prayed for affirmative relief, 
viz., that such registrations be declared invalid. This is relief 
we have power to grant, and I think we should do so because as 
to the trade-mark registered under the Act of 1881 there is no 
evidence that it was ever used in commerce with foreign countries 
or with the Indian tribes, and as for the trade-mark registered 
under the Act of February 20, 1905, it was a surname and not 
used for ten years before the passage of the act or displayed in 
such a particular or distinctive manner as to fall within the excep- 
tion contained in Section 5 and so was not entitled to registration. 
The defendant duly assigned error to the decree in this respect 
and argued the question in its brief and at the hearing. 


KerLLocG Toastep Corn FLAKE Company v. QUAKER Oats 
COMPANY 
235 Fed. Rep. 657) 
United States Circutt Court of Appeals 


Sixth Cireuit, October 3, 1916 


— 


. Trape-Mark—Descriptive Worps. 

The words “Toasted Corn Flakes” as applied to white corn which has 
been flaked and browned by heat, are descriptive and not the subject of a valid 
trade-mark. 

2. UnratR CoMPETITION—BURDEN OF PROOF. 

Where the plaintiff claimed that certain descriptive words had acquired 
a secondary meaning, the burden of proof was upon him to show the fact. 
Testimony of persons in the employ of plaintiff, who called for the product at 
retail stores by name and were given plaintiff's goods, is of little weight. 

. Unrark ComMpetition—Wuat ConstITUTES. 

In a suit alleging unfair competition where it appears that defendant 
clearly and effectively distinguished its product from the plaintiff's product 
by the manner of dressing same, plaintiff is not entitled to relief. 

4. Unratr ComMpEeTItTIonN—EvIDENCE. 
Evidence that defendant’s sales increased with slight expense for adver- 
tising, does not establish unfair competition; neither does the earlier and unsuc- 


cessful use by defendant of another name for its product, and its subsequent 
adoption of the name complained of. 
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On appeal from a decree of dismissal. Affirmed. 


G. T. Buckingham, of Chicago, IIl., for appellant. 
E. S. Rogers and F. F. Reed, both of Chicago, IIl., for appellee. 


Before WARRINGTON and KNApPPEN, Circuit Judges, and 
Sater, District Judge. 


WarrIncton, Circuit Judge: The appellant, Kellogg 
Toasted Corn Flake Company, a Michigan corporation, brought 
suit against appellee, the Quaker Oats Company, a New Jersey 
corporation, called defendant herein, to enjoin defendant from 
selling a food product, made from white corn, in cartons bearing 
the words “Toasted Corn Flakes,” from using cartons containing 
such a food product and bearing such words, and from selling the 
product in the particular cartons which defendant is using. The 
“ase was heard finally upon the original bill, filed September 17, 
1910, and certain amendments thereto, filed August 3, 1912, and 
answer and proofs, and the bill as amended was in terms dismissed 
for want of equity. The case is pending here on appeal allowed 
in the court below, June 29, 1915. The grounds of dismissal are 
sufficiently shown by two of the assignments of error: 


—, 

»“*(4) In finding and holding that the words ‘Toasted Corn Flakes,’ as applied 
to the articles in controversy, are a descriptive term and not susceptible of exclu- 
sive appropriation.” 

(9) In finding and holding that the evidence in this case shows no effort on 
the part of defendant to obtain the business of complainant, except only the use 
of the name ‘Toasted Corn Flakes,’ and that such name is, in fact, under the evi- 
dence so distinguished that there is no probability of confusion or deception arising.” 


It is contended for appellant (1) that the words “Toasted 
Corn Flakes,” as applied to appellant’s food product, constitute a 
technical, though unregistered, trade-mark; and (2) that assum- 
ing, though not admitting, that the words were not susceptible of 
original and exclusive appropriation as a valid technical trade- 
mark, appellant has, nevertheless, by long prior and exclusive use 
of the words, “‘in connection with its novel invented article, caused 
the words in the public mind to acquire a secondary meaning, 
designating” its “particular product”; and that defendant has 
intentionally and unfairly invaded appellant’s right, and so is 
guilty of unfair competition. 
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The subjects of these issues, the products of the respective 
parties, are substantially alike and are made in substantially the 
same way. The basic ingredient of each is white corn grits— 
that is, as appellant’s counsel say, “corn with the jacket and germ 
removed”’—which are steamed in closed vessels, called cookers, 
and flavored, dried and rolled into flakes (each grit being reduced 
to a flake), and then subjected to the heat of an oven. Appellant 
claims, and has presented some testimony to show, that this proc- 
ess produces “baked,” not “toasted,” corn flakes; and thus that 
“toasted” is a fanciful rather than a descriptive term. The ovens, 
therefore, involve an important feature of the process. The ovens 
are large, though indifferently described. It is fairly to be gath- 
ered from the evidence that they are each approximately 30 feet 
long, 25 feet high and 9 feet wide; that each is equipped inside 
with a series of metal belts, called shelves, about 25 feet in length 
and 3 feet in width, which are disposed one above another and 
operated slowly by power, and, presumably, alternately in oppo- 
site directions, so as to conduct the flakes (which are fed into the 
oven upon the top shelf) along each shelf, the flakes falling suc- 
cessively within the control of an apron from the end of one shelf 
to that of another until they reach and pass over the lower one, 
where they are discharged from the oven and carried to a point 
outside and placed and sealed in cartons. The heat maintained 
in the ovens averages about 450 degrees, Fahrenheit, and is gen- 
erated at the bottoms of the ovens—in the appellant’s by a fur- 
nace, and in the defendant’s by gas. The flakes passing through 
appellant’s oven are not exposed directly to the fire of the furnace, 
but when the flakes carried through defendant’s oven reach the 
bottom belt they are to some extent exposed to the gas flames, 
since defendant’s shelves are made of perforated metal. The 
time consumed in carrying flakes from the entrance to the exit of 
defendant’s oven is about twenty minutes, and it is to be inferred, 
though it is not distinctly shown, that practically the same time 
is used in appellant’s oven. The products of both parties are 
through this treatment more or less browned. 

It cannot be doubted that the effect of this process is to toast 
the corn flakes. In the first place, in our view of the evidence, it 
is not open to appellant to claim that, as applied to its product, 
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the word “toasted,’’ when considered either alone or in combina- 
tion with the words “corn flakes,” is a fanciful or arbitrary word. 
The appellant and its predecessors have manufactured this prod- 
uct in this way and have described the product by these words 
ever since 1898. It will serve to clarify the subject by alluding 
to the different companies which have been organized by the Kel- 
loggs, and to some advertising matter which has been given wide- 
spread circulation in placing the product upon the market. The 
first two companies so organized were named, respectively, the 
Battle Creek Sanitarium Company and the Sanitas Nut Food 
Company, and were owned and controlled by Dr. Kellogg and 
his brother, W. K. Kellogg; the first-named company being or- 
ganized in 1897, and the latter in 1899, though this one would 
seem to have been a partnership association until 1903, when it 
was incorporated. The Sanitarium Company manufactured cereal 
products and also acted as selling agent for the Sanitas Company, 
selling for the latter, among other products, “‘Toasted Corn 
Flakes.”” This plan was continued until 1906, and in March of 
that year Dr. Kellogg sold the exclusive right to make and sell 
“Toasted Corn Flakes” to the Battle Creek Toasted Corn Flake 
Company, which was organized in February of that year; and in 
July, 1907, this sale was confirmed by the Sanitas Company. The 
Sanitas Company, however, continued to make other cereal prod- 
ucts until at least 1912. The name of the Battle Creek Toasted 
Corn Flake Company was changed in May, 1907, to that of Toasted 
Corn Flake Company, and in May, 1909, the name was again 
changed to that of appellant, and, notwithstanding these changes 
in corporate name, W. K. Kellogg appears to have been the presi- 
dent of the company throughout, and to have signed the original 
bill. The features of advertising matter put out by these com- 
panies, including appellant, which for present purposes sufficiently 
illustrate the understanding of these companies and the persons 


controlling them that the process resulted in toasting the corn 
flakes, may be seen in the following: 


“They are so nourishing and easily digested; so scientifically cooked and 
toasted.’ ‘‘Properly cooked, flaked and toasted.” 
light, thin, crisp and tender, toasted just enough.” 
toasted at a very high temperature.” 


“The flakes are exceedingly 
‘Rolled into thin flakes and 
“So delightfully and tastily toasted.” 


“Light crisp flakes of toasted corn that melt in your mouth—tolled into film flakes 
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and then toasted to a tempting golden brown.” “A good corn recipe: Select 
choicest White Indian corn; flake each kernel so that flakes are as thin as writing 
paper; place flakes in baking pans and toast slowly in oven.” ‘‘Toasted corn 
flakes are scientifically cooked and then toasted to a delicate brown.” 

And in an advertisement bearing apparently a facsimile of the 
signature of the president of appellant this is found: 

“There is a secret in preparing Kellogg’s Toasted Corn Flakes—a secret of 
toasting, blending and flaking ‘the sweetheart of the corn’ that other foods have 
never been able to copy.” 

These interpretations of the process of producing this food 
derive emphasis from the fact that the same interpretations are 
found in the advertising matter put out in respect of the patented 
product and process which were embodied in patent No. 558,393, 
issued to Dr. Kellogg, April 14, 1896, for “‘a certain new and useful 
alimentary product and process of making the same,” and assigned 
by the patentee to the partnership association doing business as 
the Sanitas Food Company. True, Judge Wanty held the patent 
invalid, and his decree dismissing the bill was affirmed by this 
court in Sanitas Nut Food Co. v. Voigt (139 Fed. 551, 71 C. C. A. 
535); true, also, as counsel for appellant say, the word “toasted” 
was not found in the specification or claims of that patent. It is, 
however, noteworthy that in commenting upon “granose flakes”, 
as the food was there called, Judge Wanty said that: 

“Bread crusts, toast, zwieback and shredded wheat biscuits are the same prod- 
uct, containing every element of granose flakes, and only differing from them 
in form and degree.” 

Another fact to be observed is that the patented process was 
in substance and effect the same as the present process, which we 
have already described. Still in their interpretation of the pat- 
ented process appellant’s predecessors considered it as involving 
“flaking and toasting,” and in the recipe in part before set out, 
containing the statement “place flakes in baking pans and toast 
slowly in oven,” it was stated by appellant over its former cor- 
porate name, Toasted Corn Flake Company, and as late as Octo- 
ber, 1908: 


*“You won't be able to prepare corn in this way unless you buy our patented 
machinery and process, but you can buy Sanitas Toasted Corn Flakes at your 
grocers.” 


If it were necessary to add anything to the foregoing, we think 
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it might be affirmed to be common knowledge that placing corn 
flakes such as these in an oven and subjecting them to the degree 
of heat and for the time before pointed out cannot but result in 
toasting the flakes. It certainly must be generally known that 
the object of toasting bread is both to extract the moisture and 
give the bread a brown color, and, further, that this may be done 
in an ordinary kitchen-stove oven. Moreover, this is shown by 
defendant, without denial, from named cook books. Bread may 
be toasted, it is true, before an open fire; and this is consistent 
with definitions found in dictionaries, say in the Century, where 
“toast,” the noun, is defined to be: “Bread in slices superficially 
browned by the fire; a slice of bread so browned.” Again, “toast,” 
the verb, is there defined: ‘“‘To brown by the heat of a fire; as, 
to toast bread or bacon.” But the intransitive verb “toast”’ is 
thus defined: “To brown with heat.” It is safe to say that this 
latter definition is in harmony with common experience. It is in 
accord, too, with Webster’s definition: “To dry and brown by 
the heat of a fire; as to toast bread.” 

It is to be observed further that appellant’s counsel claim, 
though we fail to find anything in the record really supporting 
the claim, that the words “corn” and “flakes” are not descriptive 
as applied to the product in question. It is said, for instance, 
that “maize” or “cereal” is more apt than “corn” to describe 
the material of which the product is made; and that “film,” 
“seale,” “chip,” or “wafer” is technically more accurate than 
“flake” to describe the form of the article. We are not impressed 
by this argument. It is, of course, true that there are many ob- 
jects which are each known by two or more names and which may 
be intelligently described by the use of one of those names. It 
would be difficult, however, to conceive of an article that would 
be more universally identified by a single name, especially in this 
country, than the basic ingredient of this product is by the name 
“corn’’; in commerce it bears that name and is a commodity 
widely dealt in and readily and unmistakably recognized simply 
by the use of that name. It is true, also, that “flakes”’ has syn- 
onyms, but none has been suggested which is as apt to describe 
the ultimate form given to this product as “flakes.” Indeed, 
appellant’s product is corn, flaked and toasted; it is in truth 
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“toasted corn flakes,” and is described with accuracy by those 
words; in short, the words, apart from their separate descriptive 
qualities, collectively describe with precision the chief ingredient, 
its form and ultimate mode of treatment. (See Computing Scale 
Co. v. Standard Computing Scale Co., 118 Fed. 965, 967, 55 C. C. 
A. 459 (C. C. A. 6), as to word “computing,” and Horlick’s Malted 
Milk Co. v. Summerskill, 85 L. J. Rep. (July, 1916) 338, 341.1) 

It hardly is necessary to add that appellant and its prede- 
cessors could not rightfully appropriate the name “Toasted Corn 
Flakes” to their exclusive use as an original technical trade-mark. 
It is not claimed, and since the Kellogg patent has been adjudged 
void it could not with any show of reason be claimed, that appel- 
lant or its predecessors ever possessed the exclusive right to man- 
ufacture and sell such a product as this; and it is quite as futile 
to insist that words describing the product with exactness, as here, 
can be regarded as fanciful or arbitrary symbols designed to show 
the origin of the product. The very essence of a technical trade- 
mark is that it denotes the origin of the article, not its quality. 
The doctrine of technical trade-marks is too well settled to justify 
an extended citation of the decisions which forbid the employ- 
ment of essentially descriptive words to indicate the source of an 
article intended for sale in the market; and this for the manifest 
reason that the fact expressed by the primary meaning of such 
words is a fact which others are entitled to express by the same 
words for the same purpose. (Elgin Nat. Watch Co. v. Illinois 
Watch Co., 179 U. S. 665, 673, 21 Sup. Ct. 270, 45 L. Ed. 365; 
Standard Paint Co. v. Trinidad Asph. Co., 220 U. S. 446, 453, 31 
Sup. Ct. 456, 55 L. Ed. 536 [1 T. M. Rep. 10]; Columbia Mill Co. 
v. Alcorn, 150 U. S. 460, 463, 14 Sup. Ct. 151, 37 L. Ed. 1144; 
Cellular Clothing Co. v. Maxton & Murray (1899) A. C. 326, 333, 

1The descriptive quality thus shown to be possessed by the words “‘ Toasted 
Corn Flakes,”’ as applied to appellant’s product, clearly distinguishes the instant 
case from that of Hamilton Shoe Co. v. Wolf Brothers (240 U.S. 251, 256, 257, 36 
Sup. Ct. 269, 60 L. Ed—{6 T. M. Rep. 169]), where the words ‘“‘The American 
Girl” were held to constitute a technical trade-mark by reason of the fact that, as 
applied to shoes, they are an arbitrary, and not a descriptive, name; a like dis- 
tinction exists between the case of Dennison Mfg. Co. v. Thomas Mfg. Co. ({C. C.] 
94 Fed. 651, 653 [cited with apparent approval in the foregoing case}), and the 
present, in that the words there in issue, ““American Express,” were held to be sus- 


ceptible of exclusive appropriation as a trade-mark for the reason that, as applied 
to sealing wax, they are devoid of descriptive quality. 
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336, 339, 340; American Wash Board Co. v. Saginaw Mfg. Co., 
103 Fed. 281, 282, 43 C. C. A. 233, 50 L. R. A. 609 (C. C. A. 6); 
Computing Scale Co. v. Standard Computing Scale Co., 118 Fed. at 
page 967, 52 C. C. A. 459; Newcomer & Lewis v. Scriven Co., 168 
Fed. 631, 625, 94 C. C. A. 77; De Voe Snuff Co. v. Wolff, 206 Fed. 
420, 423, 124 C. C. A. 302 (C. C. A. 6) [3 T. M. Rep. 433]; Trinidad 
Asph. Mfg. Co. v. Standard Paint Co., 163 Fed. 977, 90 C. C. A. 
195, affirmed in 220 U. S. 446, 31 Sup. Ct. 456, 55 L. Ed. 536 [1 
T. M. Rep. 10]; Marvel Co. v. Pearl, 133 Fed. 160, 162, 66 C. C. 
A. 226 (C. C. A. 2); Brennan v. Emery-Bird-Thayer Dry Goods Co., 
108 Fed. 624, 627, 47 C. C. A. 532 (C. C. A. 8); William Wrigley, 
Jr., & Co. v. Grove Co., 183 Fed. 99, 101, 105 C. C. A. 391 (C. C. 
A.2); Duplex Metals Co. v. Standard Underground Cable Co. (D. C.) 
220 Fed. 989, 991 [5 T. M. Rep. 8].) 

We have now to consider the contention that the words 
“Toasted Corn Flakes” possess a secondary meaning in the public 
mind, which is designative of appellant’s goods and the founda- 
tion for the charge of unfair competition. Where a person has so 
used descriptive words as in truth to establish in them such sig- 
nificance as this with respect to his goods, he is entitled to relief 
against a subsequent user who is employing the words in a way 
calculated to effect sales of the latter’s goods as those of the former, 
since such acts constitute unfair and fraudulent competition. 
(Elgin Nat. Watch Co. v. Illinois Watch Co., 179 U.S. 674, 21 Sup. 
Ct. 270, 45 L. Ed. 365; Computing Scale Company v. Standard 
Computing Scale Co., 118 Fed. 967, 55 C. C. A. 459, and citations.) 
The relief granted in such cases is adapted to the circumstances of 
each particular case, though such as effectively to prevent con- 
fusion and fraud in sales of the subsequent user’s goods; as, for 
example, in Hall’s Safe Co. v. Herring-Hall-Marvin Safe Co. (146 
Fed. 37, 44, 74 C. C. A. 361 [C. C. A. 6]); s. ce. sub. nom. Herring’s, 
etc., Safe Co. v. Hall’s Safe Co. (208 U.S. 554, 560, 28 Sup. Ct. 350, 
52 L. Ed. 616), decree below modified and affirmed; Dietz v. Horton 
Mfg. Co. (170 Fed. 865, 872, 96 C. C. A. 41 [C. C. A. 6]); G. & C. 
Merriam v. Saalfield (198 Fed. 369, 375, 378, 117 C. C. A. 245 
(C. C. A. 6) [2 T. M. Rep. 443]); Allegretti Chocolate Cream Co. v. 
Keller ({C. C.] 85 Fed. 643, 644); Bates Mfg. Co. v. Bates Number- 
ing Mach. Co. (\C. C.| 172 Fed. 892, 898); and as the late Mr. Jus- 
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tice Lurton said, in announcing the opinion of this court in the 
Computing Scale Case, before cited (118 Fed. 967, 55 C. C. A. 
461): 

‘“*But when the word is incapable of becoming a valid trade-mark, because 
descriptive or geographical, yet has by use come to stand for a particular maker 
or vendor, its use by another in this secondary sense will be restrained as unfair and 
fraudulent competition, and its use in its primary or common sense confined in 


such a way as will prevent a probable deceit by enabling one maker or vendor to 
sell his article as the product of another.” 


If the words in issue in the instant case constituted a technical 
trade-mark, use by others of the mark would be presumed to be 
made with wrongful intent and so would be enjoined. (Sazlehner 
v. Siegel-Cooper Co., 179 U.S. 42, 43, 21 Sup. Ct. 16, 45 L. Ed. 
77; De Voe Snuff Co. v. Wolff, 206 Fed. at page 424, 124 C. C. A. 
302 [3 T. M. Rep. 433].) This, however, is not the rule in respect 
of the use by others of descriptive words which have acquired 
such secondary significance as is here urged. (Samson Cordage 
Works v. Puritan Cordage Mills, 211 Fed. 603, 608, 128 C. C. A. 
203, L. R. A. 1915E, 1109 (C. C. A. 6) [4 T. M. Rep. 225].) It 
is conceded that the burden of proof is upon the appellant to estab- 
lish such secondary meaning; and this is a substantial burden, 
since the ultimate fact to be proved is fraud, that is, that defend- 
ant is using the words in their secondary, not simply their pri- 
mary, sense, and with the result of passing off its goods as the 
goods of appellant. Thus, in the language of the Lord Chancellor, 
in Cellular Clothing Co. v. Maxton & Murray, before cited (1899) 
A. C. at page 336: 

“* * * Where you are dealing with a name which is properly descriptive 
of the article, the burden is very great to show that, by reason of your using that 
name descriptive of the article you are selling, you are affecting to sell the goods 
of somebody else. * * * It cannot be denied, therefore, under those circum- 
stances, that it was for the appellants to establish, if they could, that an ordinary 
word in the English language, properly applicable to the subject-matter of the sale, 
was one which has so acquired a technical and secondary meaning, differing from 


its natural meaning, that it could be excluded from the use of every one else. That 
is the proposition the pursuers had to make out.” 


We assume, since there was evidence tending to show as before 
stated, that the predecessors of appellant were the first to employ 
the words in issue to describe a product similar to that made and 
sold by each of the parties to this suit. The manufacture of the 
product was begun, and the words “Toasted Corn Flakes,” ap- 
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plied in 1898, and this continued without competition until 1906. 
Throughout this period and until the right to make and vend the 
product was transferred as stated to the Battle Creek Toasted 
Corn Flake Company in 1906, the cartons bore upon their face: 


‘*“Sanitas Toasted Corn Flakes, made by the Sanitas Nut Food Co., Ltd., sold 
by Battle Creek Sanitarium Co., Ltd., Battle Creek, Mich.” 


In 1906, and after the transfer had been made to appellant, 
then bearing the name Battle Creek Toasted Corn Flake Com- 


pany, the language used on the face of the cartons was changed 
into this: 


**Sanitas Toasted Corn Flakes. None genuine without this signature—W. K. 
Kellogg. Battle Creek Toasted Corn Flakes Co., Battle Creek, Mich.” 

Appellant’s counsel explain, without dispute, that the signa- 
ture of W. K. Kellogg was added for the reason that a person named 
Blanke had put on the market an article and called it “Toasted 
Corn Flakes.”’ The last-named form of the Battle Creek Com- 
pany was continued until its name was changed to Toasted Corn 
Flake Company, when the name of the signing company was ac- 
cordingly changed, and at the top of the cartons “ Kellogg’s”’ was 
substituted for “Sanitas.”” The only alteration that has since 
been introduced upon the face of the cartons occurred when the 
present name of appellant was adopted, and then its name was 
substituted for that of the previously signing company. Further- 
more, this plan of displaying names of the product and also names 
of the companies in charge of the business during these respective 
periods has uniformly been followed in the advertising matter, 
except only for a time prior to the organization of the appellant 
company in 1906, when some posters were placed in street cars 
and on billboards in “many towns,” with the designation alone of 
“Toasted Corn Flakes,” and, in 1903, certain pictorial matter 
bearing these words was used for magazine and newspaper adver- 
tising by the Sanitarium Company and the Sanitas Company, 
though without their names; in a comparative sense, these excep- 
tions to the rule seem to have been negligible. 

Another feature of the record is to be noted. In May, 1911, 
appellant caused 21 women each to call at from 15 to 25 retail 
grocery stores to purchase “Toasted Corn Flakes,” without dis- 
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closing name of manufacturer, and ostensibly in their own behalf; 
these instructions were carried out in 8 cities located, respectively, 
in Ohio, Illinois, lowa, Minnesota, and North Dakota. Nine of the 
women made their purchases in different stores in Chicago, four 
likewise in Minneapolis, two in Des Moines, and two in Duluth, 
and each of the rest in a different city. The result was to secure 
about 80 per cent. of Kellogg’s toasted corn flakes, and the rest 
in other brands. It was developed in this testimony that aside 
from the Kellogg brand there were then 15 other brands of toasted 
corn flakes on the market, though it does not appear how long 
before May, 1911, the other brands were or how long since then 
they have been on sale. It is observable that each of these other 
brands bore a name, in one instance the initials “E. C.,’’ imme- 
diately preceding the words “Toasted Corn Flakes,” in the same 
way as appellant and its predecessors have used the names “‘Sani- 
tas’’ and “ Kellogg’s’’ preceding those words. It is further to be 
noticed that these women made their purchases of dealers whose 
obvious interest in the sale of toasted corn flakes and their con- 
sequent knowledge of the subject could scarcely be accredited to 
the ordinary class of real customers; and hence such testimony 
lends little aid in support of the claim of secondary meaning urged 
here. It is conceivable that some of these dealers, and presuma- 
bly the minority, were actually selling one or more of the other 
brands, in as great, if not greater, quantities, than the Kellogg 
brand; and certainly the minority did not regard the disputed 
words as signifying only the appellant’s brand. It is, moreover, 
to be observed of the testimony of these women that they all in 
substance testified that they had no difficulty whatever in dis- 
tinguishing the different brands of toasted corn flakes, as, for in- 
stance, the cartons of appellant from those of the defendant. 

Now, what significance of present pertinence have the facts 
thus pointed out? From 1898 to 1906 the predecessors of appel- 
lant had a virtual monopoly of the food product in question and 
likewise of the term “‘Sanitas Toasted Corn Flakes,” and so, inclu- 
sively, of the words “Toasted Corn Flakes”; but this was only 
because during that period no one else was either making or deal- 
ing in the article. The employment of descriptive words under 
such a condition of trade as this, does not give to the words a sec- 
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ondary meaning denoting only the maker’s product; evidence 
that such a meaning is so acquired is of slight value; this is for the 
reason that in such circumstances the words could not refer to any 
product except the single and particular one so monopolized; and, 
consequently, the occasion for associating the words with the 
maker of the product does not arise, as it must when two or more 
competitors are making and selling similar products. Lord Davey 
said, in Cellular Clothing Co. v. Maxton & Murray, supra (1899) 
A. C. at page 343: 

“The other observation which occurs to me is this: That where a man pro- 
duces or invents, if you please, a new article and attaches a descriptive name to it— 
a name which, as the article has not been produced before, has, of course, not been 
used in connection with the article!—and secures for himself either the legal monop- 
oly or a monopoly in fact of the sale of that article for a certain time, the evidence 
of persons who come forward and say that the name in question suggests to their 
minds and is associated by them with the plaintiff's goods alone is of a very 
slender character, for the simple reason that the plaintiff was the only maker of the 
goods during the time that his monopoly lasted, and therefore there was nothing to 
compare with it and anybody who wanted the goods had no shop to go to, or no 
merchant or manufacturer to resort to except the plaintiff.” 

This rule was recently followed in the Court of Appeal in 
Horlick’s Malted Milk Co. v. Summerskill, supra (85 L. J. Rep. 
July, 1916, at page 340), when passing upon the effect of a long 
period (25 years), during which “Horlick’s Malted Milk” had 
been sold in England without competition. 

In the next place, we have seen that in 1906 the virtual monop- 
oly came to an end when one Blanke began to use the words 
“Toasted Corn Flakes” in introducing his product; and that by 
reason of this use the script signature of W. K. Kellogg was placed 
on appellant’s cartons and in some of its advertising matter. A c- 
cording to appellant’s brief, one or two others shortly afterward 
began to apply the words “‘ Toasted Corn Flakes” to their products. 
We have also seen that in 1907 “‘Sanitas”” was removed from the 
cartons and advertising matter, and “Kellogg’s”’ was placed in 
its stead, immediately preceding the words “‘ Toasted Corn Flakes.” 
The prominently distinguishing words which have been displayed 
on appellant’s cartons and in its advertisements, ever since the 
virtual monopoly ceased, have been “‘Sanitas Toasted Corn Flakes” 
and “Kellogg’s Toasted Corn Flakes”; and it is this last form 
with which we are most concerned in the solution of the instant 
case. This collocation of words, “ Kellogg’s Toasted Corn Flakes,” 
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vannot be overlooked when considering the asserted secondary 
meaning solely of the words “Toasted Corn Flakes.” Appellant 
has not been content with placing its corporate name and address 
at the bottom of its cartons or in its advertising matter; it has 
also been persistent in conspicuously associating the name “ Kel- 
logg’s”’ with the particular words in issue. The only explanation 
of this practice is found in argument, not in the evidence. Coun- 
sel say that it was “to emphasize origin, and not to distinguish 
makers.” This in effect concedes that the words “‘Toasted Corn 
Flakes” were not sufficient to identify origin. The natural infer- 
ence to be deduced from such a practice is that there was a con- 
sciousness, indeed, a belief, on the part of those in control of ap- 
pellant, that these words were not enough to point out origin— 
even with the full corporate name displayed at the bottom of the 
cartons. This is not met by the suggestion that “Sanitas’’ was 
used in the same relation during the period of virtual monopoly. 
It is quite consistent with the practice during that period to infer 
that the use so made of “‘Sanitas” was in anticipation of competi- 
tion. Competition actually arose during the use of “Sanitas” 
and was in existence when that name was displaced by “ Kellogg’s.” 
It is not claimed that the practice did not operate to invest these 
names with efficient distinguishing characteristics. It is mani- 
festly too late now to sever “ Kellogg’s” from the words “‘ Toasted 
Corn Flakes” and ascribe to these latter words alone a meaning in 
the public mind which has never been relied on by the appellant 
itself. Appellant’s conduct seems to savor too much of an admis- 
sion to justify such a severance. Further, the showing that cer- 
tain grocers have understood “‘Toasted Corn Flakes” to mean 
appellant’s product does not prove that the average customer 
intending to purchase toasted corn flakes has any such under- 
standing; and, in view of the many brands of this product that 
appear to have been on the market, it is most difficult to see how 
the use of such purely descriptive words as these can signify to any 
considerable portion of the public that they relate alone to appel- 
lant’s product. 

It must nevertheless be conceded that the evidence adduced 
here tends to show that some dealers in toasted corn flakes under- 
stand those words alone to denote appellant’s product; and we 
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assume for the purposes of this decision that there are customers 
of such dealers who, when asking simply for toasted corn flakes, 
expect to be supplied with the product of appellant. Such facts 
as these would, in a proper case, call for relief, not of an absolute 
but of a qualified character, such as would prevent others from 
selling their similar products as those of appellant. As this court 
said, when speaking of the distinction between the primary and 
secondary meaning of a descriptive word used as a trade-mark, in 
G. & C. Merriam Co. v. Saalfield, supra (198 Fed. at page 373, 117 
C. C. A. at page 249 [2 T. M. Rep. 443]): 


“The alleged trespassing defendant has the right to use the word, because 
in its primary sense or original sense the word is descriptive; but, owing to the 
fact that the word has come to mean, to a part of the public, something else, it fol- 
lows that when the defendant approaches that same part of the public with the 
bare word, and with nothing else, applied to his goods, he deceives that part of 
the public, and hence he is required to accompany his use of the bare word with 


sufficient distinguishing marks normally to prevent the otherwise normally result- 
ing fraud.” 


And again (198 Fed. 375, 117 C. C. A. 251, and citations): 


**So it is wrong, in such a case, and when this ‘secondary meaning’ is once 
established, to start with the premise that defendant is entitled to use the word; 
prima facie, viewed from this point, he is not. The right, for the purposes of such 
a case, is primarily vested in the complainant. Defendant may not use the word 
at all, unless he accompanies it with the explanation; he must neutralize an other- 
wise false impression; he must ‘unmistakably inform’ the public that the article 
is of his production.” 


And as to the charge of unfair competition, this court has 
definitely stated and supported the rule thus (Samson Cordage 
Works v. Puritan Cordage Works, supra |4 T. M. Rep. 225, 211 
Fed. 608, 128 C. C. A. 203, L. R. A. 1915E, 1109, and citations}): 


“The existence of a valid trade-mark is not essential to a right of action for 
unfair competition, * * * in which action the essence of the wrong consists in 
the palming off of the merchandise of one person for that of another. * * 
Unless such palming off is shown, the action fails. * * * And so unfair com- 
petition cannot be predicated alone on the use of another’s mark which is invalid 
as a trade-mark because not appropriable as such; that is to say, when not used 
in such way as to amount to a fraud upon the public.” 


In Standard Paint Co. v. Trinidad Asph. Co., supra (220 U.S. 
at page 461, 31 Sup. Ct. at page 460 [1 T. M. Rep. 10, 55 L. Ed. 
536]), when considering the use of the word “Rubbero,” and its 
asserted resemblance to the word “ Ruberoid”’: 


“To preclude its use because of such resemblance would be to give to the word 
‘Ruberoid’ the full effect of a trade-mark, while denying its validity as such. It 
is true that the manufacturer of particular goods is entitled to protection of the 
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reputation they have acquired against unfair dealing, whether there be a technical 
trade-mark or not, but the essence of such a wrong consists in the sale of the goods 
of one manufacturer or vendor for those of another.” 


See Goodyear Co. v. Goodyear Rubber Co. (128 U.S. 598, 604, 
9 Sup. Ct. 166, 32 L. Ed. 535); American Wash Board Co. v. Sagi- 
naw Mfg. Co., supra (103 Fed. at page 284, 43 C. C. A. 233, 50 
L. R. A. 609); Apollo Bros. v. Perkins (207 Fed. 530, 533, 125 C. C. 
A. 192 (C. C. A. 3) [3 T. M. Rep. 439]); Rushmore v. Manhattan 
Screw & Stamping Works (163 Fed. 939, 941, 90 C. C. A. 299, 
19 L. R. A. [N. S.] 269 [C. C. A. ]). 

Appellant is therefore not entitled to relief unless it appears 
that defendant fails clearly and effectively to distinguish the prod- 
uct it places on the market from appellant’s product; and such 
failure is not shown. It can serve no useful purpose to describe 
in detail either the carton or the advertising matter employed by 
defendant to place its product on the market. There is no evi- 
dence tending to show that defendant either through dress or 
lettering imitates the carton or advertising of appellant. It is 
true that there is some resemblance in surface coloring between 
the two sets of cartons, but their appearance as a whole is strikingly 
different. There is no language, apart from the words “Toasted 
Corn Flakes,” on defendant’s carton that is at all like the language 
of appellant’s carton. The pictorial parts are totally unlike and 
differently located. Where appellant uses “ Kellogg’s” in asso- 
ciation with the words in dispute, defendant uses “Quaker,” and 
the associated words are given more prominence on appellant’s 
than on defendant’s carton. Appellant’s own witnesses testified 
that the cartons are readily distinguishable. 

Appellant shows that it expends vast sums in advertising its 
product, while defendant expends comparatively small sums for 
that purpose, and yet that the sales of the latter have materially 
increased. It is argued from this that defendant is profiting from 
the demand created through appellant’s large expenditures. The 
inference thus drawn, and it is only an inference, certainly derives 
no support from any suggestion ever made by appellant that de- 
fendant is even a producer of the article; and the inference is sub- 
ject to a severe, if not a fatal, strain when it is considered that its 
effect would be to prevent another from honestly producing and 
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selling his article unless he were prepared and willing to expend 
money in exploiting his product equally with his competitor. At 
most, then, whatever advantage defendant may derive through 
appellant’s advertising expenditures, the advantage cannot right- 
fully be said to have been received through any act of fraud or 
unfair trade; and hence the inference might, for the sake of argu- 
ment, be conceded, and still such an advantage would have to be 
treated purely as an incident to defendant’s rightful pursuit of a 
lawful business, and as an advantage voluntarily bestowed by 
appellant. 

It is true, as appellant says, that in 1907 defendant began to 
manufacture toasted corn flakes from white corn and to call the 
product ‘“‘Maz-All”’; and, after giving up that enterprise, it com- 
menced in 1909 to make the same product with yellow corn instead 
of white corn, and to call that product “Yello.” It is not claimed 
that either of these names ever impinged in any way upon the rights 
of appellant. But it is insisted that these facts show that defend- 
ant’s resumption of the manufacture of toasted corn flakes from 
white corn, and its use of the name “Quaker Toasted Corn Flakes,” 
admittedly with notice of appellant’s business and claimed trade- 
name, show an intentional invasion of appellant’s rights as well as 
a substantial impairment of its good-will. The answer to this is 
manifold: The insistence is not sustained by the evidence; the 
defendant has a legal right to manufacture toasted corn flakes 
from white corn, as well as yellow corn; and the manner in which 
it conducts its business is not calculated to deceive the public as 
to the origin of its product. No decision has come to our atten- 
tion, which under the present showing would sanction judicial 
restraint upon defendant’s method of conducting its business. 

The decree is accordingly affirmed, with costs. 
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Mourne Ptow Co. v. Omana Iron STORE Co. 


Omaua Iron Store Co. v. MoLmine PLow Co. 
235 Fed. Rep. 519) 


United States Circuit Court of Appeals 


Eighth Circuit, July 24, 1916 


— 


. UnratrR CoMPETITION—SIMILAR MARKS. 

Where defendant sold plowshares to fit plaintiff’s plows, the use of a mon- 
ogram so similar to plaintiff's monogram as to deceive the purchasing public 
as to their manufacture, is unfair competition and the plaintiff is entitled to 
an injunction; but the use of such a monogram upon shares not made to fit 
the plaintiff's plows should not be enjoined. 

2. Unrark CoMPeTition—LACcHeEs. 

Constant and continuing use of unfair methods of competition persisted 
in against the objection of the party injured, neither deprive the victim of his 
equitable right to an injunction, nor confer upon the trespasser any right to 
perpetuate them. 

. Unrarr ComMPetTitIonN—JURISDICTION—DAMAGE. 

A federal court of equity is not without jurisdiction to render a decree 
for an injunction against continuing trespass, where threatened irreparable in- 
jury is shown, by the mere fact that no proof has been made of the specific 
amount of the injury. 

4. Unrarr Competition—Srock Marks. 

A manufacturer of repair parts may use the private stock markings em- 
ployed on these same parts by the manufacturer of the original machine to 
designate quality, size or style; but it is his duty to see that purchasers are 
fully notified that such parts are not made by the original manufacturers. 


i) 


Appeal by both parties, from a decree awarding an injunction 
against the defendant. Amended and affirmed. 


Samuel W. Banning, of Chicago, Ill. (Thomas A. Banning, 
Thomas A. Banning, Jr., and Ephraim Banning, all of 
Chicago, Ill., on the brief), for complainant. 

Otto Raymond Barnett, of Chicago, Ill. (Percival H. Truman 
of Chicago, IIl., on the brief), for defendant. 


Before SANBORN, ApAMs and CARLAND, Circuit Judges. 


SANBORN, Circuit Judge: The Moline Plow Company, a 
corporation of Illinois, brought a suit in equity against the Omaha 
Iron Store Company, a corporation of Nebraska, for infringement 
of letters patent No. 860,308 for an improvement in plowshares, 
issued to August Lindgren July 16, 1907, and for unfair competi- 
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tion, and prayed for an injunction and an accounting. The suit 
was founded on the sale by the defendant of plowshares manu- 
factured by the Star Manufacturing Company and fitted to replace 
plowshares upon plows made by the Moline Plow Company. The 
Star Company assumed the charge and expense of the suit, and it 
developed into a trial of the respective equities of the two manu- 
facturing companies, and resulted in a decree that the patent was 
void for lack of invention, that the defendant was guilty of unfair 
competition, and that it be enjoined from selling or dealing in 
plowshares made by the Star Company marked with the mono- 
gram “M. Co.” standing in association with a star, and that the 
complainant was entitled to an accounting and to the costs of the 
suit. 
Both parties have appealed. 


* * * * * 


Since the year 1870 the Moline Plow Company has been man- 
ufacturing plows, and has had and has a trade-mark consisting of 
the letters “‘M. P. Co.” in the form of a monogram. Since 1870 
the Star Manufacturing Company has been making parts of agri- 
cultural implements, and has had a trade-mark consisting of the 
letters ‘“‘M. Co.” in monogram form inclosed in the representation 
of a star. The trade-mark of the Moline Plow Company ante- 
dates the trade-mark of the Star Company. About the year 1905 
the Star Company commenced to make plowshares fitted to re- 
place plowshares upon plows made by the Moline Plow Company 
and others fitted to replace shares upon plows made by other man- 
ufacturers. When the representation of the star which surrounds 
the monogram of the Star Company in its trade-mark is omitted 
the two monograms after 1905 were in these forms: 


1°] 0 


Complainant’s Mark; 





Defendant’s Mark, 


The Moline Plow Company made plows of many styles and 
It also made plowshares of different qualities, styles, and 
sizes fitted to replace the plowshares on the plows of its manu- 


sizes. 
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facture when the latter became worn or broken. One of these 
shares was a solid steel plowshare of substantially uniform thick- 
ness, but such a share cannot be sufficiently hardened on the sur- 
face to secure effective scouring in some soils. Another and more 
expensive and valuable plowshare which it made was a soft center 
share, consisting of soft steel extra hardened on both sides, so 
that when finished it consisted of a very hard layer of steel on each 
side and a layer of soft steel between them. Its price for these 
soft center plowshares is $2.25 each, while its price for similar 
solid steel shares is $1.80 each. The defendant sells the solid 
steel shares to replace these soft center shares for $1.70 each. The 
soft center shares secure more effective scouring and greater dura- 
bility. The very hard steel on the surface does not wear as rap- 
idly as the softer solid steel shares, and it scours better. The 
Moline Company stamped or cut in the reverse or under side of 
all its soft center shares its trade-mark to denote that they were 
the genuine product of the Moline Company, the representation 
of a star to denote the quality of the share, that it was a soft center 
share, and such letters and figures as ““W. 14,” ““W. H. 16,” “H. 
116,” called stock marks, to indicate the respective styles and 
sizes of Moline plows which they would fit. 

Since 1904, but not earlier, the Star Company, in competi- 
tion with the Moline Company’s soft center shares, has been mak- 
ing and selling solid steel shares fitted to replace the former, into 
the under or reverse side of which it has stamped or cut into the 
metal its trade-mark—that is to say, its monogram within the 
representation of the star—and the letter and figures ““W. 14,” or 
such similar letters and figures as would denote the size and style 
of Moline plows they would fit. On the face or upper side of the 
shares it has stenciled in comparatively small letters the words 
“Made by Star Mfg. Co.” on the next line in much larger letters 
the words “Carpentersville, Ill.,”’ and in the middle of the face of 
the shares in bold type twice as large as those in which the words 
“Made by Star Mfg. Co.” are stenciled, and occupying two lines, 
the words “For 14 in. Moline Soft Center.” It has also pasted 
on each of the shares a paper label containing a printed statement 
that the share was made by the Star Company and is guaranteed 
to be a duplicate of the original share and to fit the plow for which 
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it is intended. The Star Company has also made, and sold in 
competition with the Moline Company’s solid steel shares, plow- 
shares fitted to replace them, stamped with its trade-mark and 
with the stock marks of the Moline Company, some of which bear 
no stenciled words on their face, except in bold type such words as 
“For 14 in. Moline.” The defendant, the Omaha Iron Store 
Company, has been and is buying from the Star Company and 
selling to its customers these shares of different types and sizes 
made and marked as described above. The decree enjoins the 
defendant from dealing in plowshares made by the Star Company 
bearing its monogram standing in association with the representa- 
tion of a star. 

The Moline Company complains that the decree does not 
prohibit the defendant from dealing in such shares marked with a 
star or with the Moline Company’s stock marks, such as “W. H. 
16,” “W. 14,” “H. 116.” The Star Company objects to the decree 
because it grants an injunction, and because, if an injunction were 
granted, it was not limited to a prohibition of the use of its trade- 
mark upon shares made by it to replace plowshares made by the 
Moline Company. 

The manufacturer of particular goods is entitled to the rep- 
utation they have acquired, and the public is entitled to the means 
of distinguishing between those and other goods and to protection 
against unfair dealing, whether there be a technical trade-mark or 
not. The essence of the wrong consists in the sale of the goods of 
one manufacturer for those of another. (Elgin National Watch 
Co. v. Illinois Watch Co., 179 U. S. 665, 674, 21 Sup. Ct. 270, 45 
L. Ed. 365.) The sale of the goods of one manufacturer as those 
of another is unfair competition, and constitutes a fraud which a 
court of equity may lawfully prevent by injunction. The duty is 
imposed upon every manufacturer or vendor, especially when he 
enters upon a field previously occupied by his competitor, to so 
distinguish the articles he makes, or the goods he sells, from those 
of his rival that neither their names nor their dress will be likely 
to deceive the public or to mislead the ordinary buyer into pur- 
chasing his goods as those of his competitor, or create confusion 
in the trade between the rival articles. (Setxo v. Provezende, 1 
Chan. App. 192, 194; Mfg. Co. v. Spear, 4 N. Y. Super. Ct. 599; 
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Coats v. Merrick Thread Co., 149 U. S. 562, 13 Sup. Ct. 966, 37 
L. Ed. 847; Shaver v. Heller & Merz Co., 108 Fed. 821, 831, 48 
C.C. A. 48, 58, 65 L. R. A. 878; Allen B. Wrisley Co. v. Iowa Soap 
Co., 122 Fed. 796, 798, 59 C. C. A. 54, 56.) 

This duty the Star Company failed to discharge. For years 
the Moline Company had stamped its monogram trade-mark 
upon the plowshares it made before 1905, when the Star Com- 
pany commenced to make copies of them. The Star Company 
stamped into these copies the monogram of its trade-mark, which 
is so similar to the trade-mark of the Moline Company as to be 
indistinguishable from it by an ordinary purchaser. It stamped 
into these copies the marks of quality, style, and size placed upon 
the original plowshares by the Moline Company. It stenciled 
upon the face of the shares in large bold type such words as “ For 
14 in. Moline Soft Center” or “For 16 in. Moline,” and placed in 
small inconspicuous type the words “Made by Star Mfg. Co.,” 
and it placed in small type on an easily destructible paper label 
a printed statement that the shares were made by it and guar- 
anteed to be duplicates of the originals. This paper label was of 
too ephemeral a nature to overcome the effect of the more per- 
manent marks stamped into and the words stenciled upon the 
shares. (Prest-O-Lite Co. v. Heiden, 219 Fed. 845, 846, 847, 135 
C. C. A. 515, 516, 517 [5 T. M. Rep. 119]) and the word 
“Moline” is made so prominent and the “Star Mfg. Co.” so 
inconspicuous that the ocular demonstration of the view of the 
shares leaves little doubt that these marks must create confusion 
in the trade, and that they are more likely to deceive ordinary 
purchasers, and lead them to buy the shares made by the Star 
Company for those made by the plaintiff, than they are to lead 
them to purchase such shares as the product of the Star Company. 
The complainant was clearly entitled to an injunction. 

The argument of counsel for the defendant that the com- 
plainant is estopped from maintaining any suit for this relief by 
its laches has received consideration and reflection. It is based 
on the fact that the Star Company has been making and selling 
copies of the Moline Company’s shares since 1905; that in 1907 
the Moline Company brought a suit against Harbison-Modica 
Manufacturing Company for dealing in such shares made by the 
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Star Company and subsequently dismissed that suit; that it 
brought this suit in 1910, but failed to prosecute it to decree until 
1915. But these suits came to the knowledge of the Star Com- 
pany, and they constituted notice to it that the Moline Company 
neither consented to nor acquiesced in the former’s simulation of 
the marks and dress of its shares, so that its silence or acquiescence 
could not have been the inducing cause of its wrongdoing. The 
record contains no substantial evidence of an abandonment of its 
rights by the Moline Company, and constant or continuing tres- 
passes neither deprive the victim of his equitable right to an in- 
junction against their continuance in the future, nor confer upon 
the tresspasser any right to perpetuate them. (Stearns-Roger 
Mfg. Co. v. Brown, 114 Fed. 939, 944, 52 C. C. A. 559, 564; Layton 
Pure Food Co. v. Church Dwight Co., 104 C. C. A. 475, 481, 182 
Fed. 35, 41, 32 L. R. A. (N.S.) 274.) The defense of laches can- 
not be sustained. 

Nor was the court without jurisdiction to render the decree 
because only three plowshares of the value of but $5 were proved 
to have been sold by the Omaha Iron Gompany. There was a 
diversity of citizenship of the parties and an averment in the com- 
plaint that the profits the plaintiff was entitled to recover exceeded 
$5,000, and that it would suffer irreparable injury unless the de- 
fendant was enjoined from continuing its trespasses. The defend- 
ant denied that the plaintiff had sustained, or would sustain, any 
damage whatever. The court found that the plaintiff had been 
injured, and adjudged an accounting to ascertain the amount of 
its damages and an injunction. Since the decree the accounting 
has been waived, but during the trial and until the waiver the 
amount in controversy was the $5,000 profits alleged to have been 
received by the defendant, or the $5,000 damages alleged to have 
been sustained by the complainant, plus the value of the right of the 
complainant to prevent future unfair competition by an injunction. 
What the profits or damages that had occurred were was unknown 
when the decree was rendered, and the amount in controversy at 
that time under the pleadings was then more than the $5,000 which 
the complainant was still claiming. And, aside from the profits 
and damages that had accrued, the value of the right to the in- 
junction was sufficient to sustain the jurisdiction of the court 
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below. For a federal court of equity is not without jurisdiction 
to render a decree for an injunction against continuing trespasses, 
where threatened irreparable injury is alleged, by the mere fact 
that no proof has been made of the specific amount of that injury. 
(Gannert v. Rupert, 127 Fed. 962, 964, 62 C. C. A. 594; Griggs, 
Cooper & Co. v. Erie Preserving Co. (C. C.) 131 Fed. 359, 360.) 

But the injunction granted was too broad. It should be re- 
stricted to a prohibition of dealing in plowshares bearing the ob- 
jectionable marks, words, and figures, which are fitted for use on 
plows made by the Moline Company, because the latter company 
sustains no actionable injury from the sale by the defendant of 
shares, bearing the Star Company’s marks, which are fitted for 
use on the products of other manufacturing companies, but not 
upon the products of the Moline Company. 

The Moline Company insists that the decree should have 
prohibited the sale of the Star Company’s shares bearing the marks 
of the representation of a star, or “W. H. 16,” ““W. 14,” “H. 116,” 
or any other stock marks of the plaintiff. These marks were and 
are used by the company to designate the quality, sizes, and styles 
of the plows and shares it makes, and their use by manufacturers 
of specific shares to replace the original Moline Company shares 
is permissible, when it does not tend to confuse the trade, or to 
lead purchasers to buy the products of the latter for the manu- 
factures of the former, but not otherwise. (Wolf Bros. & Co. 
v. Hamilton-Brown Shoe Co., 165 Fed. 413, 416, 417, 418, 91 C. C. 
A. 363, 366, 367, 368; Deering Harvester Co. v. Whitman & Barnes 
Mfg. Co., 91 Fed. 376, 380, 33 C. C. A. 558, 562; Bender v. Enter- 
prise Mfg. Co., 156 Fed. 641, 84 C. C. A. 353, 17 L. R. A. (N. S.) 
448, 13 Ann. Cas. 649.) But inasmuch as the manufacturers and 
dealers in the extras or repair parts not made by the original man- 
ufacturer appropriate, use, and have the benefit of the latter’s 
stock marks, it is their duty to see that the purchasers are duly 
notified that such parts are not made by the original manufacturer. 
The star was and is stamped on its soft center shares by the Moline 
Company for the purpose of showing that they are made of two 
layers of steel extra-hardened with a layer of soft steel between 
them. The Star Company ought not to be permitted to stamp 
or use this star on the shares it makes, because the latter are not 
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made of such layers, but of hard steel, and because the use upon 
the repair parts of the star, which is a part of the Star Company’s 
trade-mark, tends to create a confusion in the trade and to mis- 
lead the purchasers. The letters and figures “W. H. 16,” “W. 
14,” “H. 116,” and others of a similar character, designate the 
sizes and styles of the Moline plows which the shares so marked 
fit, and the Star Company may use them for that purpose on its 
replacement shares on condition, but not otherwise, that it stamps 
or stencils on each share in plain bold letters of equal style, size, 
and prominence, except that the letters in the word “ Not” shall 
be twice the height and size of the other letters, the words “Not 
made by Moline Plow Co., but by Star Manufacturing Company 
of Carpentersville, Illinois.” 

Let the second paragraph of the decree be amended, so that 
it shall read: “It is further ordered and decreed that the defend- 
ant be, and the same is hereby, perpetually enjoined and restrained 
from directly or indirectly selling, or offering for sale, or otherwise 
dealing in, plowshares made by the Star Manufacturing Company 
of Carpentersville, Illinois, or others, fitted to replace plowshares 
on plows made by the Moline Company and bearing thereon the 
marks consisting of the monogram ‘M. Co.’ standing in associa- 
tion with the figure of a star, or the monogram ‘M. Co.’ standing 
separately, or the representation of a star standing separately. 
But the defendant is not forbidden to sell or deal in plowshares 
made by the Star Company fitted for use on plows made by the 
Moline Company bearing such stock marks of the latter company 
as ‘W. H. 16,’ ‘H. 116,’ ‘W. 14,’ denoting merely the sizes and 
styles of its plows or shares, on condition, but not otherwise, that 
there are stamped or stenciled on each of said shares in plain bold 
letters of equal size and height, except that the letters in the word 
‘Not’ shall be twice the size and height of the other letters, the 
words ‘Not made by Moline Plow Company, but by Star Manu- 
facturing Company of Carpentersville, IIl.,’ nor is the defendant 
forbidden to sell such plowshares made by the Star Company fitted 
for use on plows made by the Moline Company as it has on hand 
in stock, provided it shall securely cover and conceal the mono- 
gram ‘M. Co.,’ the star, and any other letters or marks thereon 
tending to lead purchasers to buy them for plowshares made by 
the Moline Company ’”’—and let the decree so amended be affirmed. 
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AMERICAN SPECIALTY Co. v. Couuis Co. 
(235 Fed. Rep. 929) 


United States District Court 


Southern District of Iowa, August 24, 1916 
1. TrapE-Mark—Suir Basep on REGISTRATION. 

The rights acquired by virtue of the registration of a trade-mark after 
the commencement of a suit for infringement thereof can be asserted only in 
a separate action. 

2. TRapE-MarK—NAME OF PATENTED ARTICLE. 

Upon the expiration of a patent, the generic term by which the article 
was known during the life of the patent becomes public property, and no one 
is entitled to its exclusive use. 

3. Unrarn CoMpEeTITION—WHaAT CONSTITUTES. 

An employe of plaintiff who manufactured a patented article, was dis- 
missed shortly before the expiration of the patent, and was employed by de- 
fendant, a competitor. It was not unfair competition for this employe to 
solicit business for defendant from plaintiff’s customers by the usual means. 

4. Unrarrk CoMPETITION—WuaT CoNSTITUTES. 

Where defendant circularized the trade before the expiration of the plain- 
tiff’s patent and by resorting to statements which verge upon false representa- 
tions urged plaintiff's customers to refrain from purchasing from plaintiff, 
such letters constitute unfair competition. 


5. Unrarr CoMpEtTiITIon—DAMAGES—ACCOUNTING. 


To recover damages, the party must not only show that he was damaged, 
but also the amount of thedamage. Where there are no indications from which 
damages may be computed, no accounting can be had. 


In Equity. On final hearing. Decree for complainant with 
nominal damages. 


Lane & Waterman, of Davenport, Iowa, and Wm. R. Rumm- 
ler, Charles W. Hills, and Frederick R. De Young, all of 
Chicago, IIl., for complainant. 


L. F. Sutton and Wolfe & Wolfe, all of Clinton, Iowa, for re- 
spondent. 


Wane, District Judge: There are several separate, inde- 
pendent causes of action presented in the plaintiff’s bill and amend- 
ments thereto. These may be designated as: First, an action 
for damages based upon the failure of the defendant to deliver 
goods, as required by the contract between the parties; second, 
an action to enjoin the defendant from the use of the term ‘“‘Use- 
Em-Up” as descriptive of the drill sockets to be manufactured 
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and sold by it; third, an action to enjoin the defendant, based 
upon the claim of unfair competition in the use of the term “Use- 
Em-Up” and in the service of one C. M. Weaks, a former employe 
of the plaintiff, and in the use of certain letters, and in the use of 
the names of the customers of the plaintiff; fourth, action for 
accounting based upon the alleged unfair competition. 

First. As to the damages claimed because of failure to deliver 
goods under contract. 


* * * * * 


Second. Can the defendant be enjoined from the use of the 
term “Use-Em-Up”’? I have again reviewed the authorities upon 
this question. Counsel in argument confuse the question of un- 
fair competition and infringement of a trade-mark. This dis- 
tinction is well stated in Goldsmith v. Savage (229 Fed. 623, 144 
C. C. A. 33 [6 T. M. Rep. 3]), in which the court says: 

“In the case of infringement of a technical trade-mark the intention of the 
infringer is immaterial, as the essence of the wrong lies in the injury to a property 
right; while in the case of unfair competition the intention is material, to establish 
fraud on the part of the defendant in the use of the imitative device to beguile the 
public into buying his goods as those of his rival. Inthe former case fraud, if mate- 
rial, is presumed; while in the latter the complainant must prove a fraudulent 
intent, or show facts and circumstances from which it may reasonably be inferred. 
In either case, however, it must be shown that the dress or device employed by 
the defendant is such that it has deceived, or is calculated to deceive, ordinary 
purchasers, buying with usual care, and that they have purchased, or will probably 
purchase, the goods of the defendant under the mistaken belief that they are those 
of the plaintiff, to the serious damage of the latter. (McLean v. Fleming, 96 U.S. 
245, 24 L. Ed. 828; Regis v. Jaynes, 185 Mass. 458, 460, 70 N. E. 480; Paul on 


Trade-Marks, §§ 196, 280.)”’ 

There is no question in this case of trade-marks except in so 
far as it is sought to be injected by a motion to permit proof of 
the opinion of the commissioner of patents of date June 30, 1916. 
But there is no issue in the pleadings as to any rights arising under 
a registered trade-mark. The rights of the parties must be de- 
termined with relation to the facts as they existed prior to the 
registration of the trade-mark, and if the plaintiff has acquired 
any rights by virtue of the trade-mark registered since the com- 
mencement of this action, they will have to be asserted in a sep- 
arate suit, founded upon rights since accruing. The motion for 
leave to introduce the opinion is therefore denied. In fact I appre- 


hend that the court will take judicial notice of the opinions of the 
commissioner without any proof. 
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I still adhere to the views I held when I made the interlocu- 
tory order; that the expiration of the patent not only gave the 
public the right to manufacture the drill socket, but also gave it 
the right to use the name by which, according to the record, it 
was known to the trade. I think the principle involved is forcibly 
set forth by Justice White in Singer Manufacturing Co. v. June 
Manufacturing Co. (163 U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 
118). So far as the record shows, this drill socket had, during the 
life of the patent, no other designation by which the public be- 
came familiar therewith, except the term “Use-Em-Up.” From 
the nature of the article and its use, the term has some significance. 

The monopoly of the patent having terminated, it is the policy 
of the law that the monopoly should terminate, and that the pub- 
lic should have freedom to manufacture, purchase, or use the drill 
socket. The term “‘Use-Em-Up” being the only one, so far as 
the record shows, by which the drill socket has been designated 
and known to the trade, if the plaintiff can retain the exclusive 
use of the term, it may be a long period before the public can ac- 
quire knowledge of the fact that others are manufacturing the 
same drill socket. The very purpose of the plaintiff in its attempt 
to protect itself in the exclusive use of the term is to enable it to 
continue the monopoly which it has had under its patent, at least 
for a period of time. Quoting from Singer Manufacturing Co. v. 
Stanage (C. C.) 6 Fed. 279, Justice White, in Singer Co. v. June 
Co., supra, says: 

“The plaintiff and its predecessors had, in connection with others, through 
patents, a monopoly as to certain sewing machines, known as the ‘Singer’ machines. 
When these patents expired every one had an equal right to make and vend such 
machines. If the patentees or their assignees could assert successfully an exclu- 


sive right to the name ‘Singer’ as a trade-mark, they would practically extend the 
patent indefinitely.” 


Justice White further says: 


“It equally follows, from the cessation of the monopoly and the falling of the 
patented device into the domain of things public, that along with the public owner- 
ship of the device there must also necessarily pass to the public the generic designa- 
tion of the thing which has arisen during the monopoly, in consequence of the des- 
ignation having been acquiesced in by the owner, either tacitly, by accepting the 
benefits of the monopoly, or expressly, by his having so connected the name with 
the machine as to lend countenance to the resulting dedication. To say otherwise 
would be to hold that, although the public had acquired the device covered by the 
patent, yet the owner of the patent, or the manufacturer of the patented thing, 
had retained the designated name which was essentially necessary to vest the public 
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with the full enjoyment of that which had become theirs by the disappearance of 
the monopoly. In other words, that the patentee or manufacturer could take the 
benefit and advantage of the patent upon the condition that at its termination the 
monopoly should cease, and yet when the end was reached disregard the public 
dedication and practically perpetuate indefinitely an exclusive right. The public 
having the right on the expiration of the patent to make the patented article and 
to use its generic name, to restrict this use, either by preventing its being placed 
upon the articles when manufactured, or by using it in advertisements or circulars, 
would be to admit the right and at the same time destroy it. It follows, then, that 
the right to use the name in every form passes to the public with the dedication 
resulting from the expiration of the patent. Nor is this right governed by different 
principles where the name, which has become generic, instead of being an arbitrary 
one, is the surname of the patentee or original manufacturer. It is elementary 
that there is a right of property in a name which the courts will protect. But this 
right, like the right to an arbitrary mark or any other, may become public property 
by dedication or abandonment.” 


The court, in Buffalo Specialty Company v. Van Cleef (227 
Fed. 391, 142 C. C. A. 87 [6 T. M. Rep. 61]), relied upon by coun- 
sel for plaintiff, expressly recognizes the rule announced by Justice 
White, and points out the distinction in the following language: 

“Since the bill does not admit, and the answers to interrogatories do not affirm, 
that the genus or appellant’s species was patented, or that no other makers were 
in the market, it must be taken, as against the motion to dismiss, that every one 
was free to manufacture and sell tire fluids, even appellant’s, if the secret formula 
could be learned, and that many brands under distinctive names and marks were 
on the open market during this period. So it is evident that appellant acquired 
a property right in the use of ‘ Neverleak,’ and still has it, unless it has been for- 
feited by appellant’s subsequent conduct.” 

The distinction between this case and the one at bar is that 
the name “Neverleak”’ was applied to a substance which never 
was patented, and the name was the only monopoly which the 
producer had. The government had granted him no monopoly, 
and there was no dedication of the name to the public which could 
be used by the public after the expiration of a patent. 

I, therefore, hold that, inasmuch as this term is the only one 
by which the patented article was known to the public, and the 
only term by which the public, inquiring for the article, could 
describe it, the public has the right to use the name, and that the 
termination of the plaintiff’s monopoly under the patent, ter- 
minated his monopoly under the name by which alone the patented 
article was known. 

Of course this use of this name must be restricted as indi- 
cated in Goldsmith Co. v. Savage, supra. It cannot be used in 
such a manner as to deceive the public into believing that it is 
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purchasing an article produced by the plaintiff, and this, I think, 
has been done in the form in which they are advertising the drill 
socket. It clearly appears that it is not produced by the plaintiff, 
and it does not appear that the form used resembles in any man- 
ner any form heretofore used by the plaintiff. 

Third. As to unfair competition. I have already disposed 
of the question as to the use of the term ““Use-Em-Up.” 

As to the employment of Weaks, it must be borne in mind 
that it is the policy of the law to permit the greatest freedom of 
employment and service possible, consistent with honesty in deal- 
ing with competitors. It is common practice, which has never 
been condemned by the court, for men employed in certain lines 
of activity to seek to better their condition by entering the em- 
ployment of competitors of their employers; and it is also com- 
mon practice, which has not been condemned, that men who ac- 
quire a certain knowledge and efficiency in a certain employment 
do make efforts to get established in a business of their own. To 
do this, they frequently associate with them men who furnish the 
capital, while the experienced men furnish the ability; and, in 
the absence of contract with his employer, there is no reason why, 
when such opportunity appears, an employe should not seek that 
advancement in life, without opportunity for which ambition 
would die, and progress in the commercial and industrial world 
cease. The employe who leaves one employer to work for a com- 
petitor, or who leaves an employer to establish a business of his 
own, carries with him much knowledge which he acquired in his 
former employment, and carries with him an acquaintance with 
the business world which is an asset to him; and it has never been 
held, so far as I know, that he cannot utilize this knowledge and 
acquaintance in his new employment. 

There are certain restrictions, however, which common hon- 
esty imposes, and one is that he cannot take the trade secrets of 
his former employer and use them to his own advantage, or to 
the advantage of his new employer. And lists of customers have, 
in certain cases, been held to be within the rule prohibiting the 
use of trade secrets, but they are exceptional cases—cases in which 
the customers have been secured by special effort, as in the sale 
of tea or coffee direct to the consumer. Tea and coffee are staple 
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articles sold everywhere; but the usual method is for the pur- 
chaser to go to the seller. Other systems have been adopted which 
reverse the usual order, where a seller goes to the buyer with his 
goods, and it takes time and effort to establish this new method, 
and apparently only a comparatively small number of people are 
converted to this new method and become regular customers of 
the seller. The time and effort exerted, and the money expended 
in culling out of a neighborhood or community those who will 
adopt this manner of purchase, is an investment by the man who 
does it, and the results belong to him, and the employe who in 
his employment acquires his knowledge of these particular per- 
sons has no right, after the work has been done and the money 
expended, to go out and for himself or some one else take advan- 
tage of the knowledge thus acquired, to destroy the established 
business of his former employer. 

But this is a different case. Here is a patented article which 
has not been sold, so far as the evidence shows, direct to the user, 
but has been sold in the ordinary course of business to the jobbers 
of the country. The record does not disclose that the means 
employed to procure customers were different from those of the 
ordinary manufacturer. He advertises his goods; sends out travel- 
ing men to the trade; in case of a patented article, the manufac- 
turer has the exclusive field,.so that every one who is to use the 
article must buy from him or from some one who has bought from 
him. The time and effort expended is not expended directly in 
getting customers—it is expended in trying to prove the value of 
the thing manufactured. He has all the customers there are in 
existence, and we may assume, where, as in this case, the article 
has been upon the market for a large number of years, and adver- 
tised and “pushed,” as claimed by the plaintiff, that he has all 
the customers there will be. In the nature of things, he probably 
has covered the field, and has probably upon his list of customers 
all those jobbers whose trade extends into communities where 
these drill sockets are of particular advantage. The drill socket 
is not like tea or coffee, an article which is used everywhere, and 
where it is merely a question of competition between dealers as 
to who shall get the trade. 

Now in this case, if we should bar the defendant from solicit- 
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ing business from the customers of plaintiff, we would practically 
prohibit the defendant from doing any business. We would still 
leave the plaintiff with the monopoly which he possessed, because 
it is fair to assume that he has reached practically the entire field 
of jobbers who can profitably buy the drill socket and sell it. Such 
a ruling would practically continue the monopoly which the plain- 
tiff had under its patent. Now, in the very nature of things, 
Weaks, the former employe of plaintiff, knew these customers; 
he acquired such knowledge in the ordinary course of business, 
not in going out and soliciting, but in receiving orders and ship- 
ping the goods; he knew who was buying them from the plaintiff; 
he was under no contract, and no restrictions as to time of service 
or as to future employment. He was discharged by the plaintiff; 
he had to acquire employment somewhere, and naturally he would 
seek employment in the field where he had formerly worked. The 
value of his service would depend, to a considerable extent, upon 
his knowledge of the trade. The evidence does not disclose that 
he took any list of the customers, although he had planned to do 
so; but the evidence does show that, after he entered the employ- 
ment of defendant, he made a list of the customers, in part at least, 
from his own recollection, aided by the commercial reports, and 
the evidence does disclose that he visited some of these customers, 
and sought their business for the defendant. 

But I cannot hold, under all the circumstances in this case, 
that his knowledge of the list of jobbers with whom the plaintiff 
did business was such a trade secret as that he could be restricted 
from using it in the employment of the defendant, or from seek- 
ing them as customers for the defendant. I feel that the dis- 
tinction between the facts in this case and the facts in the cases 
cited by counsel is clear. I believe that principles of public policy 
require that when a patent expires the fullest freedom should be 
given to old customers and new customers to purchase the article 
from those who will produce it at the lowest cost. I cannot accede 
to a rule which would say to a traveling man in the grocery line, 
who has been discharged, that he cannot accept employment by 
another wholesale house, and visit the customers to whom he had 
sold goods for many years, and solicit their business. I do not 
believe that when all interests are consulted, it comes within the 
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rule prohibiting unfair competition. The tendency of the times 
is rightly toward an extension of the field of competitive effort, 
especially in the commercial and industrial world. 

Nor do I feel that the circumstances attending the employ- 
ment of Weaks by the defendant are such as to entitle the plaintiff 
to relief. It must be a matter of common occurrence in the 
business world that where an employe with special skill is sought, 
those in the employment of others will be consulted, and induce- 
ments offered which may cause them to transfer their service. 

There is only one element which I consider as coming within 
the rule of unfair competition, and that is the writing of the letters 
of date November 20 and November 27, 1915. I cannot approve 
of those letters. I have no doubt that the defendant had the 
right to write to the trade, explaining that it had been manufactur- 
ing these goods for the plaintiff. The defendant might also 
frankly state to the trade that the patent was about to expire, 
and it might, as held in Victor Co. v. Vitaphone Co. ((C.C.) 191 Fed. 
987), advertise “that after that date it will manufacture and sup- 
ply the trade.” I would find nothing unfair in any actual state- 
ment of the facts. The public has the right to know when the 
patent expires, that they may*govern themselves accordingly; 
and, if these letters had frankly stated the facts, there could be 
no criticism, but they did not frankly state the facts. The vice 
of these letters is in their apparent purpose to directly induce the 
customers of the plaintiff to refrain from purchasing from the 
plaintiff, and to attain this end, the statements go to the verge 
of false representations, and resort to mysterious signs and tokens, 
which, with some of the plaintiff’s customers, might have far more 
significance than the actual facts if they had been presented. 

A hurried reading of the letter of November 20 might leave 
the impression that the Collis Company had really been selling 
to the customers of plaintiff the sockets all the time, and the warn- 
ing to watch for the next letter and for “inside information” was 
a direct appeal to withhold purchasing from the only person who 
then had them to sell. And the letter of November 27 was a direct 
request not to purchase. In other words, the plaintiff was the 
sole dealer in these sockets, and mysterious letters are written by 
the defendant actually in effect, urging the plaintiff’s customers 
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not to buy from the plaintiff, and mysterious expressions are used 
and promises made which might have a very serious effect upon 
the plaintiff's business; in fact a far more serious effect than if 
the defendant had frankly stated what it had, as expressed in one 
of the letters, “up its sleeve.”’ I do not believe a court can sus- 
tain that method of business. 

So that I must hold that the defendant was guilty of unfair 
competition. But there is no evidence in the case which would 
justify any court in saying that it has been proven that any par- 
ticular loss or damage was sustained by reason of this unfair com- 
petition. To recover damages, the party must not only show that 
he was damaged, but he must prove the amount of the damage; 
and as the direct result of the sending out of these letters, there is 
no evidence in the case to indicate any damage, and nothing in 
the case to indicate that it would be possible to prove any damage. 

If it were permissible, I would impose a fine for this violation 
of law, but as the law is, I can do no more than allow nominal 
damages, which I shall designate as $1, as representing the viola- 
tion of a legal right for which no actionable damages can be proven. 

Fourth. The question as to whether plaintiff is entitled to 
an accounting based upon unfair competition is disposed of by 
the foregoing. No basis for an accounting, so far as the one par- 
ticular element of unfair competition, has been established. There 
is no evidence in the case indicating a possibility of tracing out 
and ascertaining the psychological effect of the letters, and there 
is no proof that any order was canceled upon receipt of them, and 
no proof that any person, contemplating an order, changed his 
plans, and no proof that the plaintiff would have sold goods which 
he did not sell if the letters had not been written. 

There will be a decree in accordance with this opinion. Coun- 
sel for defendant will prepare decree, and submit it to counsel for 
plaintiff, who will have five days in which to make objections 
thereto; such decree to reserve proper exceptions. 

As to costs, while nominal damages generally carry the costs 
of the trial, in view of the different causes of action presented, and 
in view of the fact that the principal part of the costs related to 
the questions decided in favor of the defendant, I feel that as far 
as the court should go is to tax one-half the costs to the defendant; 
and the decree will so provide. 
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ARMSTRONG Cork Co. et al v. Rincwa.Lt LINOLEUM WorKs 
(235 Fed. Rep. 458) 


United States District Court 


District of New Jersey, August 28, 1916 


Unrarr CoMPETITION—Wuat ConstITUTES. 

The use on a spurious article of a name that has become public property 
is not unfair competition against the manufacturer of genuine goods. The 
sale as “linoleum” of an article which is not properly so described cannot be 
enjoined by the maker of the genuine article unless it be shown that the spuri- 
ous article has been misrepresented, otherwise than by the use of the name, 
to be the product of the manufacturer of the genuine article. 


In Equity. On motion to dismiss bill. Motion granted. 


McDermott & Enright, of Jersey City, N. J. (Frank E. Reed 
and Edward S. Rogers, both of Chicago, IIl., of counsel), 
for plaintiff. 

Briesen v. Schrenk, of New York City (Fritz v. Briesen and 
Hans v. Briesen, both of New York City, of counsel), 
for defendant. 


RewustaB, District Judge: The Armstrong Cork Company, 
Thomas Potter & Sons Company, the George W. Blabon Com- 
pany, and the American Linoleum Manufacturing Company filed 
their bill against the Ringwalt Linoleum Works, charging it with 
unfair competition in the manufacture and sale of a composition 
floor covering. 

As summarized in the brief of complainant’s counsel, the bill 
alleges that: 


“Prior to December 19, 1863, Frederick Walton was the inventor of a new 
floor covering or cloth, which was made from a composition of oxidized oil, ground 
cork, and wood flour impressed upon a suitable back. To this product he applied 
the name ‘linoleum,’ which was an arbitrary word, invented by him and first ap- 
plied to his patented composition. Patents were secured in England and in the 
United States, which expired in 1877, when the manufacture of linoleum became 
open to the public, and the name was dedicated to public use as descriptive of the 
composition covered by the expired patents. Immediately upon the expiration 
of the patents, and from time to time thereafter, other manufacturers began and 
continued to produce linoleum, and described the product with the word ‘linoleum.’ 
For many years the word ‘linoleum’ has had a definite and specific meaning, and 
indicated and now indicates in the trade and to users and the public a product made 
in accordance with the expired patent of Frederick Walton; that is to say, lino- 
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leum is a floor covering made of oxidized oil combined with ground cork, wood 
flour, or similar vegetable material impressed upon a suitable back, usually of bur- 
lap, and means no other product. 

“The plaintiffs are manufacturers of linoleum made always and only in the 
way and of the materials just described. Plaintiffs manufacture about 54 per 
cent of the linoleum manufactured in the United States, and their product, known 
as and designated as ‘linoleum,’ has a high reputation, and is known to the public 
as a product made as just described, and as a meritorious, desirable, and durable 
article. 

“The defendant knowingly, and with intent to deceive and to compete un- 
fairly with the plaintiffs and other manufacturers and sellers of genuine linoleum, 
has placed upon the market an inferior, cheap, and spurious product, consisting of 
saturated felt paper, having designs painted upon the surface and deceptively con- 
trived so as to resemble as nearly as possible genuine linoleum, and has advertised 
and sold such spurious product as linoleum, and as adapted to the purposes for 
which linoleum is intended, and has falsely and deceptively applied to such painted 
paper spurious product which it makes and sells the word ‘linoleum’ as the name 
or description of it, and falsely represented that said spurious product is linoleum, 
when the fact is, as is well known to defendant, that its product is not linoleum and 
cannot truthfully be so described, and that it is greatly inferior to genuine lino- 
leum in cost, quality, and durability. 

“Defendant’s conduct has enabled and does enable dealers to sell, and such 
dealers do sell, this spurious product to buyers and users as linoleum, which it is 
not. Plaintiffs each and all are seriously damaged by defendant’s unfair conduct.” 


The bill prays that the defendant be required to account for 
all profits derived by reason of its alleged misconduct, to pay 


the damages sustained by the plaintiffs, and that it be— 


“perpetually enjoined and restrained from using in connection with the manu- 
facture, advertisement, offering for sale, or sale of any product not linoleum, as 
known and understood and as herein described, the word ‘linoleum,’ from repre- 
senting that the defendant’s product which it sells as linoleum is linoleum, and 
from any and all untruthful use of the said word ‘linoleum.’” 

The defendant moves to dismiss the bill under equity rule 
29 (198 C. C. A. xxvi, 115 C. C. A. xxvi), on the ground that it 
“does not state facts sufficient to constitute a cause of action.” 
There is no allegation that the defendant, by its marks, labels, 
advertisements, or in other ways, represents its goods as those man- 
ufactured by the plaintiffs, or that any person has been deceived 
by any act of the defendant into buying its goods as those of the 
plaintiffs. In other words, the defendant is not charged with 
palming off its goods as those of any other manufacturer. 

The gravamen of the charge is that the defendant is making 
and vending a spurious article, and deceiving the public into buy- 
ing it as genuine, with the result that the genuine article is dis- 
credited in reputation, and that the plaintiffs, who make and sell 
only the genuine article, are damaged. Such damages, however, 
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are not the result of any attacks upon the property rights of the 
plaintiffs, and a right of action of the kind here pressed lies only 
when a property right has been invaded. (Canal Company v. 
Clark, 13 Wall. (80 U.S.) 311, 20 L. Ed. 581; Goodyear India Rub- 
ber Glove Mfg Co. v. Goodyear Rubber Co., 128 U. S. 604, 9 Sup. 
Ct. 166, 32 L. Ed. 535; Brown Chemical Co. v. Meyer, 139 U. S. 
544, 11 Sup. Ct. 625, 35 L. Ed. 247; Elgin National Watch Co. v. 
Ill. Watch Co., 179 U.S. 665, 21 Sup. Ct. 270, 45 L. Ed. 365; and 
American Washboard Co. v. Saginaw Mfg. Co., 103 Fed. 281, 43 
C. C. A. 233, 50 L. R. A. 609.) At the close of the argument on 
such motion, the court so expressed itself. 

At the request of plaintiffs’ counsel, however, a decree dis- 
missing the bill was not then entered, and they were given an 
opportunity to submit an additional brief in support of their 
contentions. This brief, as well as that furnished by them at the 
time of the argument, has been read, and the question considered 
anew, without change of opinion. A discussion of the cases cited 
by plaintiffs’ counsel as holding a different view—to my mind 
distinguishable from the instant case—would be profitless, as the 
case of American Washboard Co. v. Saginaw Mfg. Co., supra, in 
my judgment, furnishes the law controlling the case at bar. 

That case, as made by the bill, showed that plaintiff and 
defendant were manufacturers of washboards. The rubbing face 
of plaintiff’s was of pure aluminum, while that of defendant’s 
was made of a metal containing no aluminum whatever; that both 
branded their boards “aluminum,” and so advertised them to the 
public; that the public was deceived into purchasing the defend- 
ant’s boards as having a rubbing sheet made of aluminum, to the 
great and irreparable injury to plaintiff, as well as to the public. 
On demurrer the bill was dismissed. On appeal the dismissal of 
the bill was affirmed. The reasons given for such affirmance by 
Circuit Judge (now Mr. Justice) Day, speaking for the circuit 
court of appeals, are so apt and convincing that extended quota- 
tions from his language are justified. He said: 


“The bill * * * undertakes to make a case, not because the defendant is 
selling its goods as and for the goods of complainant, but because it is the manu- 
facturer of a genuine aluminum board, and the defendant is deceiving the public 
by selling to it a board not made of aluminum, although falsely branded as such, 
being in fact a board made of zinc material; that is to say, the theory of the case 
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seems to be that complainant, manufacturing a genuine aluminum board, has a 
right to enjoin others from branding any board ‘aluminum’ not so in fact, although 
there is no attempt on the part of such wrongdoer to impose upon the public the 
belief that the goods thus manufactured are the goods of complainant. We are 
not referred to any case going to the length required to support such a bill. It 
loses sight of the thoroughly established principle that the private right of action 
in such cases is not based upon fraud or imposition upon the public, but is main- 
tained solely for the protection of the property rights of complainant. It is true 
that in these cases it is an important factor that the public are deceived, but it is 
only where this deception induces the public to buy the goods as those of com- 
plainant that a private right of action arises. * * * It is doubtless morally 
wrong and improper to impose upon the public by the sale of spurious goods; but 
this does not give rise to a private right of action, unless the property rights of the 
plaintiff are thereby invaded. There are many wrongs which can only be righted 
through publie prosecution, and for which the Legislature, and not the courts, 
must provide a remedy. Courts of equity, in granting relief by injunction, are 
concerned with the property rights of complainant. * * * 

“Take the metal which is the subject-matter of the controversy in this case. 
Many articles are now being put upon the market under the name of aluminum, 
because of the attractive qualities of that metal, which are not made of pure alu- 
minum, yet they answer the purpose for which they are made and are useful. Can 
it be that the courts have the power to suppress such trade at the instance of others 
starting in the same business who use only pure aluminum? There is a wide-spread 
suspicion that many articles sold as being manufactured of wool are not entirely 
made of that material. Can it be that a dealer who should make such articles 
only of pure wool could invoke the equitable jurisdiction of the courts to suppress 
the trade and business of all persons whose goods may deceive the public? We 
find no such authority in the books, and are clear in the opinion that, if the doctrine 
is to be thus extended, and all persons compelled to deal solely in goods which are 
exactly what they are represented to be, the remedy must come from the Legisla- 
ture, and not from the courts.” 


That case has been frequently cited with approval. (See 
Daviess County Distilling Co. v. Martinoni (C. C.) 117 Fed. 186; 
American Wine Co. v. Kohlman (C. C.) 158 Fed. 830; Lowe Bros. 
Co. v. Toledo Varnish Co., 168 Fed. 627, 94 C. C. A. 83; Rathbone, 
Sard & Co. v. Champion Steel Range Co., 189 Fed. 26, 110 C. C. A. 
596, 37 L. R. A. (N. S.) 258 [1 T. M. Rep. 259]; Edward Hilker 
Mop Co. v. United States Mop Co., 191 Fed. 613, 112 C. C. A. 176 
(2 T. M. Rep. 105]; Borden Ice Cream Co. v. Borden’s Condensed 
Milk Co., 201 Fed. 510, 121 C. C. A. 200 [3 T. M. Rep. 80]; Bor- 
den’s Condensed Milk Co. v. Horlick’s Malted Milk Co. (C. C.) 206 
Fed. 949 [3 T. M. Rep. 476)}). 

The bill is dismissed, with costs. 
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SrmpLex Evectric HEATING Co. v. THE Ramey Co. 
(232 O. G. 1259) 


Commissioner of Patents 
November 4, 1916 


1. Trape-Mark—CorporaTE NAMEs. 
The word ‘“‘Simplex”’ is registrable as a trade-mark for electric vacuum 


cleaners, in spite of its use as part of the name of a corporation other than the 
applicant. 


2. Trape-MarkK—Goops or THE SAME DeEscRIPTIVE PROPERTIES. 
Electric vacuum cleaners are not of the same descriptive properties as 
electric heating resistances, cooking utensils and the like. 


Messrs. Heard, Smith & Tennant for Simplex Electric Heat- 
ing Company. 

Mr. Chester C. Shepherd and Mr. Walter E. L. Bock for The 
Ramey Company. 


Cray, Assistant Commissioner: The applicant for registry 
of a trade-mark, The Ramey Company, appeals from the ruling 
of the examiner of interferences in an opposition proceeding sus- 
taining the opposition and refusing registry of the word “Simplex” 
as a trade-mark for electric vacuum-cleaners on the grounds (1) 
that the mark consists merely in the name of a corporation—to 
wit, the opposer, Simplex Electric Heating Company—not dis- 
tinctively displayed, and (2) that it deceptively resembles a mark 
registered by and in previous use by the opposer on “merchandise 
of the same descriptive properties.” Aside from a general assign- 
ment of error for refusal of registry there is also the assignment 
that the examiner refused to take notice of certain patent office 
records for lack of proper notice to rely on them. 

For decision of the second ground of rejection especially a 
review of the facts and a careful construction of the law seem nec- 
essary. 

1. The Ramey Company, a corporation of Ohio, applied on 
February 20, 1915, for registry of its trade-mark, consisting of the 
word ‘“‘Simplex,” for vacuum cleaners and sweepers, in Class 23, 
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alleging the use of said mark since August 1, 1913. The classifi- 
cation of goods was required to be changed because the applicant’s 
particular vacuum cleaners and sweepers were electric vacuum 
cleaners and sweepers, and without this the mark as offered was 
refused registry on Certificate No. 90,715, of Kendall & Son, for 
the word “Pneu-Simplex,” for vacuum cleaners. The applicant 
thereupon specified electric vacuum cleaners and sweepers in Class 
21, Electrical apparatus, instead of in Class 23, Cutlery, machin- 
ery, etc. Registry being thereupon allowed, opposition to reg- 
istry was filed on June 29, 1915, by the Simplex Electric Heating 
Company, a corporation of Massachusetts, on the grounds above 
mentioned. 

2. The parties both took proofs, from which the following 
facts appeared: 

(a) That a firm in Boston called The Simplex Electrical Com- 
pany, A. F. Mason, manager, on October 28, 1890, registered the 
trade-mark “‘Simplex”’ for insulated wire (Certificate No. 18,552). 

(b) That the Simplex Electrical Company was incorporated 
in Massachusetts March 16, 1895, by five persons named Morss, 
to manufacture and deal in wire and machinery for electrical pur- 
poses, lead, rubber, ete. (Exhibit 1), and that on July 14, 1902, 
five persons, including three of the incorporators of the previously- 
incorporated company, also incorporated the Simplex Electric 
Heating Company to manufacture and deal in appliances for elec- 
tric heating and in wire, metal, rubber, etc. (Exhibit 3), and that 
on January 21, 1913, The Simplex Electrical Company changed 
its name to The Simplex Wire and Cable Company (Exhibit 2). 
(There is no sufficient proof that the opposer owns the good-will 
of the business of the original firm or the right to its trade-mark, 
there being no assignment or other written evidence of record and 
the oral proof being the bare and uncertain testimony of one not a 
party to the transfer.) 

(c) That on September 11, 1906, the opposer, the Simplex 
Electric Heating Company, registered the words “Simplex Qual- 
ity” ( Certificate No. 56,315) as a trade-mark for various heating 
and other resistance devices, claiming use since January 1, 1905. 
Also on the same date it registered a device with these two words, 
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together with a bracket and monogram, for the same goods (Cer- 
tificate No. 56,316), alleging use since August 21, 1905. Also on 
September 18, 1906, it registered the same mark as this last (Cer- 
tificate No. 56,383) for various coffee-pots, cooking utensils, etc., 
apparently not heated by electric resistances, and alleging use 
since August 21, 1905. 

(d) It is alleged that the opposer’s business of making resist- 
ance-heaters has expanded in some directions; but its latest cata- 
logue of 1914 (Exhibit 8) fails to remotely suggest any goods except 
heaters and the accessories of heaters. The plug-switches, for 
example, are said to be a convenience “for electric heating appara- 
tus.” The catalogue is entitled ‘‘Electric Heating,” which is, in 
fact, the name of the company. Witnesses Morss and Ayer testify 
that the business may in time include other things, and they “may 
wish to add” even electric vacuum-cleaners, which they say “‘is 
not at all an unreasonable addition to the line’; but the reason 
given for this prospect is quite illogical, being merely that such 
goods are operated by taking current from a lamp-socket in the 
house. This criterion clearly would also include electric lamps, 
mechanical toys, fans, sewing-machine motors, washing-machines, 
freezers, churns, and in short all small portable electrical apparatus 
whatsoever. 

(e) It appears that various persons have supposed that 
vacuum-cleaners called ‘Simplex’? were made by the opposer; 
but there is no evidence of any such mistake by one who took the 
trouble to look at the mark on the goods. It would not be evi- 
dence of confusion even if one not noticing the mark had bought 
the wrong goods by mistake. (Shull-Day Co. v. Levy, 229 O. G. 
1574;—App. D. C.,—, May 29, 1916 [6 T. M. Rep. 484].) A great 
many people continually are getting other people’s mail because 
they have common names. It is the natural consequence of hav- 
ing a common name. 

(f) There is no evidence of any damage to the opposer by 
reason of confusion of the marks. The opposer never made or 
proposed to make any vacuum-cleaners or any like goods, and it 
could not be injured by mere use generally of a word which it uses 
specifically, because that word is a common descriptive word, is 
part of the name of many other companies, and had long been used 
as a trade-mark before this corporation came into being. 
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(g) There are shown (Ramey record, pp. 18 to 22) sixty reg- 
istrations of the word “Simplex”’ as a trade-mark, seven being 
registered prior to the incorporation of the opposer on July 14, 
1902, one prior to the incorporation of the Simplex Electrical Com- 
pany on March 16, 1895, and eleven prior to the first use alleged 
by either of the corporations—i. e., January 1, 1905. Among these 
registrants there are uses claimed as far back as the year 1859 
(Chadwick, No. 56,842) and uses by other companies whose cor- 
porate name includes ““Simplex”’ prior to either use or incorpora- 
tion of the opposer. (Simplex Railway Appliance Co., Certificate 
No. 81,752, use since 1897; Simplex Piano Player Co., Certificate 
No. 56,053, use since 1900.) 

3. There are registrations of the word “Simplex”’ as a trade- 
mark for electrically-operated goods, such as lamps (No. 66,219) 
and moving-picture apparatus (No. 88,633), and also for vacuum- 
cleaners (No. 90,715). Since the opposer has existed there has 
been a continuously-swelling stream of registrations of the word 
for various goods. Not a year has passed without several of them. 
The applicant raises the question of estoppel by the opposer’s 
fourteen years of silence in the presence of this wide spread inva- 
sion of what it now claims as its rights. (Rectanus v. United Drug 
Co., 226 Fed. Rep. 545 [6 T. M. Rep. 28].) 

Estoppel being a doctrine against inconsistent conduct, it is 
also noteworthy that when the opposer registered its own trade- 
mark it must have done so with the distinct understanding that 
its mark did not consist merely in its corporate name, for the law 
as it existed in 1906 did not permit of registry of its name, accord- 
ing to the well-known rulings of the court. (In re Success Co., 
152 O. G. 958; 34 App. D. C. 443.) 

The records of this office show that the mark was specific and 
the goods specific. 

4. The opponent upon filing its application for registry, No. 
56,315, stated that the mark consisted of the two opposite arms of 
a Maltese cross, intersected by a rhombus, and the words “Sim- 
plex Quality” and the monogram “SEH Co.” and that the class 
of merchandise to which the trade-mark was appropriated was 
articles for the control of electric currents by means of resistance, 
naming as particular goods a list of resistance controls. A more 
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definite class of merchandise having been required, the examiner 
noted that the original specimens related only to enameled rheo 
stats and called for a revision, and the certificates as finally granted 
mentioned forty-two forms of heating devices and eight forms of 
electric resistances. It also erased from the drawing all except 
the words “Simplex Quality.” 

In the application for Certificate No. 56,316, made at the same 
time, there was mentioned originally the same forty-two forms of 
heaters and eight forms of rheostats. The examiner objected to 
two registries for the same purpose and noted that the specimens 
showed the use of the mark only on electric curling-iron heaters. 

In the application for registry of Certificate No. 56,383, which 
has the identical mark as in No. 56,316, the applicant enumerates 
some twenty-two cooking and heating vessels, such as teapots 
and water-heaters, glue-pots, etc. Division was required to get 
a particular description of goods all in the same class, Metal manu- 
facturing, Class 13. 

5. No references were cited against any of these registries, 
nor did any opposition develop, notwithstanding they had been 
preceded by some twelve or fifteen registrations of the word “‘Sim- 
plex.’’ Apparently the reason for this is that the word “Simplex” 
was not considered to be the exclusive property of anybody, even 
as a trade-mark. It is a fact that the word “Simplex”’ has been 
in such wide and varied use in this country not only as a trade- 
mark but as part of a firm or corporation name that everybody 
has heretofore considered something more than the word “Sim- 
plex”’’ necessary to identify a corporation. An inspection of the 
directories of some sixteen of the larger cities of the country makes 
this clear. It shows over three score of such names without repe- 
tition, and in New York alone over twenty. A selected list is 
appended below.' Among others the Simplex Gas Machine Co. 

1 Simplex Arms Mfg. Co., Denver; Simplex Window Co., San Francisco; Sim- 
plex Lubricating Co., Boston; Simplex Wire & Cable Co., Boston; Simplex Auto 
Specialty Co., Detroit; Simplex Concrete Piling Co., Cincinnati; Simplex Machine 
Co., Atlanta; Simplex Exercising Co., Philadelphia; Simplex Valve & Meter Co., 
Philadelphia; Simplex Floor Surfacing Co., Baltimore; Simplex Railway Appliance 
Co., St. Louis; Simplex Air Brake & Mfg. Co., Pittsburgh; Simplex Button Works, 
New York; Simplex Fire Extinguisher Co., New York; Simplex Golf Practice 
Machine Corporation, New York; Simplex Ink Co., New York; Simplex Letter 


Opener Co., New York; Simplex Typewriter Co., New York; Simplex Refrige- 
rating Machine Co., Chicago; Simplex Sand Blast Manufacturing Co., Chicago. 
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of New York was incorporated October 16, 1884; the Simplex 
Manufacturing Co. of New York, October 14, 1890; The Simplex 
Dairy Co. of West Virginia, February 5, 1896, and The Simplex 
Railway Appliance Co. of Illinois, July 30, 1897. (Record of 
Burrell v. Simplex Electric Heating Co., 225 O. G. 737, p. 11; oppo- 
sition file 1453 [6 T. M. Rep. 236].) All these and others pre- 
ceded the existence of the opposer herein. 

6. Whether or not in view of this fact and of the list below it 
could reasonably be said that the mark “‘Simplex”’ consists merely 
in the name of that corporation in Massachusetts known as the 
Simplex Electric Heating Company it is at least clear that one 
who uses “Simplex’’ as a mark for a vacuum-cleaner does not use 
a mark which consists merely in the name of that corporation on 
goods of the same descriptive properties as the goods to which 
that corporation has applied the mark—namely, electrical heat- 
ing devices. It is in effect urged by the opposer that the com- 
missioner in exercising the limited authority given him by section 
5 of the law to refuse registration on certain specific grounds should 
construe the law so as not only to read out of it the word “merely” 
and not only to virtually insert after the word “consists” the words 
“in part of,’ but in addition to this rule that as a matter of fact 
heaters are the same description of goods as vacuum-sweepers 
merely because both devices are operated by electricity taken from 
a lamp-socket in the house. On this point of the name incident- 
ally this office is asked now to rule, in refusing registry to the appli- 
cant, exactly what it ruled against in granting registry to the op- 
poser, for the word “‘Simplex”’ in 1906 could not have been reg- 
istered unless on the supposition that it was not the name of the 
applicant, the Simplex Electric Heating Company. 

7. Not only the desire to use the term, but the wide use of 
the word “Simplex’’ both as a trade-mark and as the name of a 
corporation, is easily explained by considering the meaning of the 
word. It is a common English word which has been in use for 
over thirty-five years and used in connection with electrical ap- 
paratus ever since the use of simplex, duplex, triplex, and quad- 
ruplex telegraph. One of the witnesses for The Ramey Company 
says at page 50, answer 41: 


“The word ‘Simplex’ to my mind and interpretation means something that is 
constructed very simply.” 


eee ee 
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A reference to dictionaries shows this exact word “Simplex” 
to be an ordinary English word directly adopted from the Latin 
just as we have adopted “duplex,” meaning double, and “triplex,” 
meaning triple. It appears in Ogilivie’s Imperial Dictionary, pub- 
lished in London in 1882, with the meaning of simple or single; 
also in Cassell’s Encyclopedic Dictionary, New York, 1887, and 
in the Standard Dictionary, 1895. 

8. The ground of rejection that the applicant’s mark decep- 
tively resembles the mark registered by and in previous use by 
the opposer on merchandise of the same descriptive properties is 
unsound and is disapproved. This for the double reason that the 
word “Simplex,” standing alone, is in such common use that it is 
incapable of identifying any goods without further reference to 
them and on the ground that the goods of the opposer are not of 
the same descriptive properties as the goods of the applicant. 

9. On the other ground of rejection—namely, that the mark 
consists merely in the name of the Simplex Electric Heating Com- 
pany— it will be obvious from the foregoing discussion that if the 
word “Simplex” is the name of a previously-existing corporation 
it is not any more the name of the previously-existing Simplex 
Electric Heating Company, incorporated in 1902, than it is the 
name of the previously-existing Simplex Gas Machine Co., of 
1884, or Simplex Manufacturing Co., of 1890, or Simplex Dairy 
Co., of 1896, or Simplex Railway Appliance Co., of 1897, ete.— 
that is, the word “‘Simplex”’ does not identify any corporation in 
particular, for the simple reason that it is equally the name of 
various corporations. In short, if one referred to “the company 
Simplex,” without anything else, it would not be known to what 
he was referring. This fact is here stated as one of the reasons 
for concluding that there has been and can be no confusion of the 
mark of the registrant and name of the opposer which is anything 
other than the inevitable consequence of the opposer’s having 
chosen as a part of its name a word already in common use as a 
name and trade-mark. One may not have immunity from all 
interference in the use of his name when he has deliberately chosen 
as his name a name which is common property. 

10. The opposer urges that the decision of the commissioner 
and the court in the case of Burrell & Co. v. Simplex Electric Heat- 
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ing Co. (225 O. G. 737 [6 T. M. Rep. 236]) conclusively decides 
the first ground of opposition and is binding in the present case. 
It is true that a clear distinction between the present case and 
the Burrell case is not obvious; but I think there are distinctions 
and reasons sufficient to justify me in following what it will be 
obvious from the foregoing discussion is my own unavoidable con- 
viction—that the particular facts of this case are such that the 
proffered trade-mark cannot be held to consist merely in the name 
of the corporation. In the Burrell case, when it was before the 
patent office, Acting Commissioner Newton ruled on several points 
which were not reviewed by the court in sustaining his general 
conclusion. In his decision at 117 MS. Dec. (p. 344) [5 T. M. 
Rep. 466] he said, in effect, that there might be a question of es- 
toppel against the Heating Company setting up in this second 
interference the ground of opposition that the applicant used 
opposer’s corporate name, because the opposer had not raised 
that objection in the first interference, where it could as well 
have been raised. He mentioned this point only as bearing on 
the equities respecting the question of estoppel against the 
applicant itself claiming a modified registry of the mark after 
the matter had once been decided. He held that the Burrell 
Company was not estopped, and it is this particular point 
that the court afterward discussed most and reversed in review- 
ing the case. 

Acting Commissioner Newton next discussed the question of 
damage and cited the Asbestone case (Asbestone Company v. Carey, 
41 App. D. C. 507; 200 O. G. 857 [4 T. M. Rep. 161]) to show 
that damage would be presumed where the applicant sought to 
register the opposer’s name. He remarked that— 

“the decision in the Asbestone case seems to be based on the theory that registra- 
tion of corporate names being prohibited by the statute because of the common law 
right of a corporation to the exclusive use of its name, therefore, the court held:— 


‘it is sufficient that possible damage may be inferred from invading the property 
right which the corporation possesses in its name’ ” 


but neither the commissioner nor the court appears to have passed 
upon the present question—whether the opposer had, in fact, any 
common-law rights in its name, supposing its name to be “Sim- 
plex.” 
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The commissioner also said in the Burrell case: 


‘Applicant contends in effect that “Simplex,” not being opposer’s full name, 
does not fall under the condemnation of sec. 5 of the trade-mark statute forbidding 
among other things the registration of ‘merely * * * the name of * * * 
a corporation.’ But the court has fully indicated what is meant in the statute by 
‘merely’ the name, in such decisions as Kentucky Distilleries & Warehouse Company 
v. Old Lexington Club Distilling Company, 135 O. G. 220, 31 App. D. C. 223, and 
in re The Success Company, 152 O. G. 958, 34 App. D. C. 443.” 


This matter also the court found it unnecessary to discuss in 
its opinion whereas, it seems necessary in the present case to de- 
cide just the question whether the name of a corporation can be 
construed as that part of it to which it has no peculiar rights. So 
far as the court indicates what is meant by the word “merely” in 
the Old Lexington Club case it does not apply to the case at bar. 
The term “Old Lexington Club” was “merely the name of a cor- 
poration” in every sense that can possibly be gotten out of that 
phrase. It was merely the name because it was all that and noth- 
ing more. It was the mere name because it had no meaning other 
than its meaning asa name. It was the name merely of this cor- 
poration because this corporation was the only concern having 
that name. 

In the Success case also the peculiar and the only identifying 
word in the corporation’s name was the word “‘Success.”” It was 
the identifying name also because there was no other concern 
having that name. It was the essence of that decision that the 
law intended to prevent the registration of a name which belonged 
to another, and under no possible construction of the law could it 
be denied that that mark was the corporation’s own name and as a 
name was its own property. 

These cases were cited in the Burrell case simply to show that 
the word “Simplex” was the essential and substantial identifying 
part of the name of the corporation. This was a finding of fact 
which, with the record now before me, I am not able to find in 
this case. There is a new exposition of the meaning of the word, 
as well as the extent of its use; but even if the same finding of fact 
could be made in the present case it still seems to me that to de- 
cide “Simplex”’ to be the essential identifying part of the name of 
the Simplex Electric Heating Company is not deciding the ques- 
tion whether a word which is an essential part of the names of 
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scores of concerns is the name of any one of them nor whether it is 
the mere name in the sense of belonging to one of them. 

If the reason for the prohibition of the statute is the common- 
law right of the corporation to the exclusive use of its name, then 
it would seem to follow that where the corporation is shown to 
have no common-law right to the exclusive use of its name there 
is no reason for the prohibition. It was clearly stated in the Bur- 
rell case that the decision in the Asbestone case was based on this 
theory. When the case was before the court, nothing whatever 
was said on this point except that the conclusion that the case 
was ruled by the Asbestone decision clearly was correct. 

It is true it was contended in the Burrell case, in the brief of 
the applicant, that— 

*‘a holding that ‘Simplex’ and ‘Simplex Electric Heating Company’ are substan- 


tially identical is tantamount to holding, in view of the facts of record, that the 
opposer is without an identifying name.” 


This point was not ruled upon by either the commissioner or 
the court. It is significant that the answer to this argument found 
in the brief filed for the Simplex Electric Heating Company was 


the following statement (p. 23): 


“Tt can make no difference if, in protecting the name of the Simplex Electric 
Heating Co., protection is also afforded to the name of other companies, nor can 
it make any difference whether or not the mark has been used as a valid trade-mark 
by others upon other lines of goods.” 

The court in its review and decision of the Burrell case con- 
cerned itself entirely with the question of res adjudicata and with 
criticizing the office practice of allowing a second contest merely 
because the registrant had slightly altered the class of goods upon 
which it used its mark. It only casually mentioned the ground of 
opposition now being discussed, and what it actually said was 
merely that the conclusion of the patent office that the Burrell 
case was ruled by the Asbestone decision was correct. A broad 
and radical distinction between the Burrell case and this case is 
that this opposer could go into court and enjoin the Burrell Com- 
pany from using the mark “Simplex’”’ on a heater and it clearly 
could not go into court and enjoin this applicant from using the 
word “Simplex” on a carpet-sweeper. 

The very law and authorities which would protect a corpora- 
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tion in the use of its own name would seem to operate to prevent 
the corporation from interfering with the use by others of that 
part of its name which it has merely appropriated from still others 
and to which it has no more right than they have. I think the 
record in the present case not only shows that the opposer has 
no rights whatever in the word “Simplex” except as a mark for 
heaters, but shows that the effect of allowing it to prevent the 
registration of any mark for other goods foreign to its own field 
involving the word “Simplex”’ would be to grant the opposer the 
privilege of withdrawing from the public use and monopolizing a 
common English suggestive word which has been much prized and 
widely employed for many years as a trade-mark and as a name. 
The opposer clearly shows herein the intention to say to the com- 
mercial world: There shall be no further use of this word ‘‘Sim- 
plex” as part of a registered trade-mark. That widespread and 
long-established custom is herby interdicted. 

The word involved in this case is one of a large class of words 
which have for a great many years been much used because of their 
peculiarly suggestive meaning. For other examples there are the 
words “Acme,” “Anchor,” “Champion,” “Eureka,” “ Excelsior,”’ 
“Ideal,” “Jewel,” “Liberty,” “National,” “Pride,” “‘ Premier,” 
“Queen,” “Royal,” “Star,” “Sunlight,” “Triumph,” “Victor.” 
It would be a serious matter if the law actually permitted any 
one who chose to do so to organize a series of corporations with 
names containing these words, respectively, and thereupon vir- 
tually withdraw these words from public use as trade-marks and 
monopolize them by preventing their registry as such. Until the 
court has in unmistakable terms so said I cannot believe that its 
decisions indicate such a construction of the word “merely” in the 
trade-mark statute as to allow such a condition, for as it is the 
policy of the law to allow registry of whatever marks the applicant 
has a common-law right to exclusively use on a particular kind of 
goods and as it is the policy of the law to protect for the same 
reason the owner of a corporate name in its use of its name it 
would seem that it could not be the policy of law to allow any 
one by adopting a term belonging to the public to monopolize it 
and prevent the public using it in a proper case as a registered 
trade-mark. 
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n both the grounds alleged the opposition is dismissed ¢ 

On both the grounds alleged the opposition is dismissed and 

the applicant’s mark will be admitted for registry. Reversed. 
{[Note: This decision has been published in full because of its unusual im- 

portance in repudiating the doctrine of the court of appeals for the District of Co- 


lumbia in the Asbestone case. The decision follows closely that of Ex Parte, 
United Drug Co. (6 T. M. Rep. 529). Compare also 6 T. M. Rep. 101.] 
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Descriptive Words 


Ewinc, C.—It is doubtful whether the general public has 
sufficient knowledge to infer from the name ‘“‘Old File” that the 
cutlery is made from the files or that it has any such quality. In 
fact, it is made from crucible steel, which is stated on the labels 
to be of the bluest grade and fully warranted. The name is pretty 
and sufficiently suggestive to attract attention. It has been used 
by appellant for ten years. I think the mark should be registered. 


Ewinc, C.—This is an appeal from the refusal of the examiner 
of trade-marks to register ““Tylike” as a trade-mark for felt 
shingles. 

If the adopters of the mark “Tylike” thought the public will 
pronounce it “Tile Like,” I think they missed their guess. It is 
easy to say ““Ty-like”’ but difficult to say “‘Tile-Like.”” The word 
is not descriptive and should be registered.? 


Newton, A. C.—This is a request for a rehearing of my de- 
cision that the words “ Nevrsrink”’ are unregistrable as a trade- 
mark for skirts and dresses. 


Applicant’s words are so aptly descriptive of its goods that 
the simple running over the letters “evr” of one part of the “N” 
and the extension of the “‘s”’ under the word “nevr’’ and over the 
word “rink” extending the leg of the “k”’ under the word “rink” 
and misspelling “never” is not thought sufficient to render the 
word registrable. There is no difficulty in reading the word as 
it is written. One would ordinarily hardly notice the misspelling 


1 Ex parte, Old File Cutlery Company, 120 Ms. Dec. 48, June 27, 1916. 
? Ex parte, Barrett Manufacturing Company, 120 Ms. Dec. 67, June 30, 1916. 
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or the flourishes of the letters, and it is believed that the refusal 
to register was correct and the request for rehearing must be ac- 
cordingly denied.' 


Newton, A. C.—This is an appeal from the decision of the 
examiner of trade-marks, refusing to register ““Never-Stretch”’ as 
a trade-mark for mattresses on the ground that the word is descrip- 
tive. 

A patent for a mattress shows “ Never-Stretch”’ to be too 
descriptive to register; furthermore, it is more descriptive than 
the citations by applicant, and the decision of the examiner of 
trade-marks, refusing registration, must be affirmed.? 


Newton, A. C.—This is an appeal from the decision of the 
examiner of trade-marks, refusing to register “‘Perfection”’ for 
bedpans on the ground that the word is descriptive. 

In view of the citations in the examiner’s statement, espe- 
cially those in which this identical word was refused registration, 
I do not see my way clear to overrule this decision and it is ac- 
cordingly affirmed.* 


Newton, A. C.—This is an appeal from the decision of the 
examiner of trade-marks, refusing to register the word “Steno- 
type,”’ which the applicant says it has used since 1910 as a trade- 
mark for stenographic writing machines, on the ground that the 
word is descriptive. 

It appears that prior to applicant’s adoption of this word to 
designate his stenographic writing machine, others in the short- 
hand or stenographic typewriter art had used the word to denote 
a machine adapted to write some kind of stenotype system. While 
“Stenotype” then may not designate what kind of stenotype 
system applicant’s particular machine is adapted to write, it is 
descriptive to the extent that it is adapted to write some kind of 
stenographic system, just as shorthand typewriting is descriptive 
of a machine that is adapted to write some kind of system of 

1 Ex parte, Silverstein Bros., 120 Ms. Dec. 81, June 30, 1916. 


2 Ex parte, Never-Stretch Mattress Co., 120 Ms. Dec. 83, June 30, 1916. 
3 Ex parte, Meinecke & Co., 120 Ms. Dec. 81, June 30, 1916. 
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shorthand without indicating what particular system it is adapted 
to write. 

The examiner was correct in his holding that the word is too 
descriptive to register, and his decision is affirmed.' 


WuiteneaD, A. C.—This is an appeal from the examiner of 
trade-marks, refusing the word “Kiddies” as a trade-mark for 
hosiery, on the ground that the word “ Kiddie” or “‘ Kiddies” is 
quite commonly used to denote small children, and therefore when 
used in connection with hosiery, would indicate that these goods 
are intended for children’s wear. 

The term “Kid” or “ Kiddie”’ is a slang term for “Child,” 
and while suggestive as applied to hosiery, is not believed to be 
so clearly descriptive that registration should be refused.? 


Newton, A. C.—This is an appeal from the decision of the 
examiner of trade-marks, refusing to register the words “ Plastic 
Fire Brick” as a trade-mark for “refractory cement,” which was 
originally stated to be “firepot lining material,’ on the ground 


that the term is descriptive. 

Applicant’s cement is probably transported in bulk which, 
after reaching its destination, is used in making plastic fire brick 
which are put in place in their plastic form and afterward burned. 
If so, the mark is too descriptive for registration, notwithstanding 
the fact that applicant has used it for fifteen years and has filed 
numerous statements from its customers that these words have 
become so associated with the article on which they are used, that 
they mean to the customers only that the brick is applicant’s prod- 
uct. 

If I am mistaken as to the manner of use of applicant’s ce- 
ment, a rehearing may be asked, but in the absence of better in- 
formation, the decision of the examiner of trade-marks, refusing 
registration, must be affirmed.’ 


Wuiteneap, A. C.—This is an appeal from the decision of 
the examiner of trade-marks, refusing to register the term “Bon 
1 Ex parte, The Stenotype Company, 120 Ms. Dec. 88, June 30, 1916. 


* Ex parte, Barger, Baynes & Munn, Inc., 120 Ms. Dec. 93, July 7, 1916. 
3 Ex parte, Adams-Jewell Co., 120 Ms. Dec. 94, June 30, 1916. 
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Bon” as a trade-mark for bread and cake, on the-ground that 
‘““Bon Bon” means any dainty and would, therefore, be descrip- 
tive of the goods, particularly cake, and also that the term is the 
superlative form of Bon, meaning very good. The term “Bon 
Bon”’ is usually understood as meaning a confection and it is not 
believed that this term is descriptive of either bread or cake. As 
far as the rejection is based on the ground that the term is super- 
lative of Bon, it is believed that its ordinary meaning, as above 
indicated, outweighs any meaning it might have as a superlative 
of Bon and that the term may be properly registered. 
The decision of the examiner of trade-marks is overruled.' 


Wuirteneap, A. C.—This is an appeal from the decision of the 
examiner of trade-marks, refusing to register the word ‘“‘Chane- 
lath” as a trade-mark for expanded metal roofing, on the ground 
that the term is nothing more than a combination of the words 
“channel” and “lath” and is, therefore, descriptive of metallic 
lathing, such as is shown in certain words which are cited. 

While the word may be suggestive of such lathing, it is be- 
lieved that the case falls within the ruling in which the word “ Par- 
istyle’’ was held registrable as a trade-mark for hair nets. In 
this case, it was said: 

“The rejection has been based on the descriptive character of the word, the 
combination of ‘Paris’ and ‘Style,’ but the single word ‘ Paristyle’ is not made up 
of these two entire words and therefore it is a word no one would ordinarily use in 
describing hair nets, and in view of the decisions in Ex parte, Scott Paper Co. (117 
Ms. Dec. 262 [5 T. M. Rep. 460]) in which the words ‘Scot Tissue’ were held lawful 
for paper towels; Ex parte, Carlson-Lusk Hardware Co. (115 Ms. Dec. 16 [4 T. M. 
Rep. 565]), wherein ‘Tatronife’ was allowed as a trade-mark for a hunting knife, 
etc., it was held that the mark is sufficiently arbitrary to be allowed and the de- 


cision of the examiner of trade-marks is reversed.” (Ez parte, I. Hessel, 120 Ms. 
Dec. 37 [6 T. M. Rep. 431.]) 


The decision of the examiner of trade-marks is overruled.” 


Ewrnc, C.—This is an appeal from the decision of the ex- 
aminer of trade-marks refusing to register the words “Twin Six” 
as a trade-mark for motor vehicles propelled by internal combus- 
tion motors. 

1 Ex parte, James Butler, Inc., 120 Ms. Dec. 95, July 7, 1916. 


2 Ex parte, Northwestern Expanded Metal Company, 120 Ms. Dec. 96, July 
7, 1916. 





Sa a IE IS ao hacia Sigel 


DECISIONS OF THE COMMISSIONER OF PATENTS 589 


“Twin Six”’ as applied to applicant’s goods suggests that its 
vehicles are propelled by twelve cylinder internal combustion 
engines in two series of six cylinders each. 

The word “Six” as applied to automobiles has come to have 
some definite meaning in that art. 

It is found, furthermore, that the term “‘Twin,” as applied 
to automobile engines, has come to have a trade meaning. This 
being true, the words “Twin Six” to the automobile trade would 
be the best way of describing the applicant’s engine and is, there- 
fore, too descriptive for registration, and the decision of the ex- 
aminer of trade-marks, refusing to register the mark, is sustained.! 


WuitTEHEAD, A. C.—This is an appeal from the refusal of the 
examiner of trade-marks to register the word “Protexwel”’ as a 
trade-mark for certain articles of wearing apparel, on the ground 
that the word is merely a phonetic spelling of the words “pro- 
tects” and “well” and it is clearly descriptive, indicating that in 
use the apparel will protect the wearer. 

No error is found in this holding. The goods referred to in 


the statement are those which are designed to protect the user, 


including, for example, coats made for surgeons and workmen, 
skirt protectors, rubber sheets for protecting bedding, etc. The 
mark is thought to fall within the class of “Stat-tite,” “Clean- 
easy’ and “Dry-Dip,”’ which were respectively held descriptive 
as applied to packing rings, bedpans and vermin destroyer, in the 
cases of Piston Ring Co. v. Sta-Tite Packing Ring Co. (118 Ms. 
Dec. 8 [6 T. M. Rep. 147]); Ex parte, Meinecke & Co. (118 Ms. 
Dec. 98 [6 T. M. Rep. 144]); Ungles-Hoggette Mfg. Co. v. Far- 
mer’s Hog & Cattle Powder Co. (232 Fed. Rep. 116 [6 T. M. Rep. 
300]). 
The decision of the examiner of trade-marks is affirmed.” 


Cuay, A. C.—The applicant appeals from the refusal by the 
examiner of trade-marks to admit to registration the applicant’s 
mark for nursing nipples, which consists of the fanciful word “ Nurs- 
Wel,” written in stump script with two wide flourishes of the “W”’ 


1 Ex parte, Packard Motor Company, 120 Ms. Dec. 142, July 19, 1916. 
2 Ex parte, Protexwel Manufacturing Corporation, 120 Ms. Dec. 143, July 25, 
1916. 
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passing over and under the words. The refusal is purely on the 
ground that the mark is descriptive. 

To fall under the inhibition of section 5 of the trade-mark 
act, such a mark must consist “merely” in certain words or devices 
which words or devices must be descriptive of the goods or char- 
acter of the goods. It is not enough that the words describe 
something which may result from the use of the goods. The 
mark presented clearly suggests that the child nurses well in 
using this nipple; but it does not describe the nipples; nobody 
would ever use it for such purpose; and it is mainly fanciful. 
For this reason and also because the mark has a very distinctive 
appearance, it should be passed and the examiner’s ruling is 
reversed.! 

Conflicting Marks 

Newton, A. C.—This is an appeal from the decision of the 
examiner of interferences, sustaining the opposition of Pons y 
Compania Sociedad en Comandita to the registration by Turro y 
Cia S. en C. of a mark consisting of the word “PONS,” the “P” 
and the “S” extending down sufficiently far to enclose on two 
sides the words “Shoe Company,” together with other minor 
features, but leaving the word “PONS” the prominent feature 
of Turro y Cia S. en C.’s mark. Applicant, Turro y Cia S. en 
C., has taken no testimony, but while it alleges use of the mark 
since April 25, 1901, in its application for registration, in the ab- 
sence of any testimony on this point, it cannot be given this as a 
prima facie date (Lowden v. Allen Bros. Co., 187 O. G. 979). In- 
deed, applicant, Turro y Cia S. en C., does not show that it has 
any commerce with the United States, or that it owns the exclu- 
sive right to this word “PONS” in Cuba. The application of 
Turro y Cia S. en C. and the testimony indicate that Turro y Cia 
S. en C. has registered in Cuba, but there is nothing to show that 
this prevents the use by opposer of the name “PONS” upon its 
goods in Cuba. 

Pons y Compania Sociedad en Comandita has proven the use 
of its name “PONS” on shoes made by Thomas & Company, of 
Brooklyn, and sent to Pons y Compania, Sociedad en Comandita 


1 Ex parte, The Vant Woud Rubber Company, 120 Ms. Dec. 169, July 31, 
1916. 
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in Cuba long before Turro y Cia S. en C. filed their application for 
registration. It also has proven that it sent shoes with the name 
“PONS” on them to Menendez of Key West, Florida. This 
office will assume that Menendez sold the goods, since dealers do 
not buy stock of shoes except with the object of selling them. 

‘is not a legal entity.” It 


‘ 


Applicant contends that opposer 
may be that the best evidence has not been presented to show the 
opposer is a firm, but inasmuch as its officers have sworn that it 
is a firm, and in its notice of opposition and the testimony of Fran- 
cisco E. Pons is also to the same effect, and applicant, Turro y 
Cia S. en C., has presented nothing to counteract the proofs that 
it is a firm, there was no error of the examiner of interferences in 
overruling this contention of applicant. Applicant also contends 
that opposer never used this identical mark that Turro y Cia 5S. 
en C. has presented for registration. This may be true, but as I 
understand it, opposer’s contention is, that having used the name 
““PONS” in commerce in this country, and since it is a prominent 
part of applicant’s mark, it would produce confusion to register 
the mark in this country, having this word as a prominent feature 
thereof. This contention is sound and strengthened by the deci- 
sion in Asbestone v. Philip Carey Mfg. Co. (200 O. G. 857; 41 App. 
D. C. 507 [4 T. M. Rep. 161)). 

I find no error in the decision of the examiner of interferences, 
and it is affirmed.' 


Newton, A. C.—This is an appeal from the decision of the 
examiner of trade-marks, refusing to register “Imperator” for 
flour, in view of the prior registration of “Imperial” for the same 
goods. There have been numerous decisions cited by the exam- 
iner to the applicant which indicate that applicant’s word is close 
to the border line, but since both the words have a meaning and 
their meaning is so different, it is believed that applicant’s appli- 
‘ation should be passed to publication and be registered, if no 
opposition develops, and to the extent indicated, the decision of 
the examiner of trade-marks is reversed.” 


1 Pons y Compania Sociedad en Comandita v. Turro y Cia S. en C., 119 Ms. 
Dec. 253, April 12, 1916. 
2 Ex parte, The Kansas Milling Co., 120 Ms. Dec. 76, June 30, 1916. 
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Newton, A. C.—This is an appeal from the decision of the 
examiner of trade-marks, refusing registration of “A. & A. R. Co. 
100 % Line,” arranged in a circle, and the words “Para Oke,” 
arranged horizontally and diametrically in the circle, for shoe soles 
and heels made of composition material containing minor mineral 
and vegetable matter. The words “100% Line” are disclaimed. 

Registration is refused on the mark of the American Rubber 
Co., registered under the ten-year clause, showing the word “‘ Para”’ 
above and “Boston” below a line on which appear the words 
“Rubber Shoe Co.,” for rubber boots and shoes. 

In view of the facts that, first, “Para” is descriptive of rubber, 
and probably of itself not registrable; second, that the goods of 
applicant and registrant are materially different, and third, that 
applicant’s mark involves its initials, together with the words 
“Para Oke,” which, apparently, are not descriptive of applicant’s 
goods, it is held that applicant’s mark may be passed to issue and 
registered if no opposition develops.! 


Wurreneap, A. C.—This is an appeal from the decision of 
the examiner of trade-marks, refusing to register as a trade-mark 
for wire rope a mark which applicant describes in its brief as “A 
green colored strand in wire rope, all the strands of which are heli- 
sally disposed.” 

Registration was refused in view of the prior registration to 
Macomber & Whyte Co., of a mark which differs from applicant’s 
mark only in that the strand is colored white. 

In the Leschen cases (164 O. G. 977; 36 App. D. C. 451 [1 
T. M. Rep. 37]; 164 O. G. 978; 36 App. D. C. {1 T. M. Rep. 42]), 
the court of appeals held that trade-marks for wire rope, con- 
sisting of a strand of the rope colored yellow and colored blue 
respectively, were not registrable in view of the prior use by A. 
Leschen & Sons Rope Co. of a mark consisting of a strand of the 
rope colored red. 

It is not seen that there is any more difference between the 
mark of the applicant and the mark of Macomber & Whyte Co. 
than there was between the marks which were considered by the 
court, and the decision of the examiner of trade-marks, refusing 
registration, is therefore affirmed.? 


1 Ex parte, A. & A. Rubber Company, 120 Ms. Dec. 86, June 30, 1916. 
? Ex parte, Waterbury Co., 120 Ms. Dec. 94, July 7, 1916. 
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Cray, A. C.—The applicants appeal from the refusal of the 
examiner of trade-marks to register their device of the word 
“Queen” written in white block letters on an inverted black tri- 
angle as a trade-mark for house dresses and negligees. 

The rejection is on the ground that the trade-mark “‘Queen”’ 
and the mark “Queen Quality”’ were previously known trade- 
marks within the meaning of the statute and too closely similar 
to applicant’s mark; and the further ground that another has the 
right to use the similar trade-mark “Queen Quality,” all being 
used on substantially the same description of goods. 

The applicants contend that the word “Queen” has, by ex- 
tended use, become a stock word and not an essentially distinctive 
part of their mark. In this connection, it is noticed that there 
was in 1907 an interference between Burnstein and the New York 
Mackintosh Company and the Rock Island Skirt Company on 
the trade-marks “Queen” and “Queen Quality,” in which the 
latter company being unsuccessful in moving to dissolve on the 
ground that the two marks did not interfere, then defaulted in 
proofs; while the first two parties took proofs indicating a show- 
ing that they had succeeded to the right of some previous owner 
of the mark. 

On appeal, the examiner decided in favor of the New York 
Mackintosh Company. In 1913 there was another interference 
between Burnstein and the New York Mackintosh Company and 
another, in which it incidentally appeared that the New York 
Mackintosh Company had ceased to use the trade-mark “Queen 
Quality” for several years prior to March, 1913. 

It, therefore, cannot be held that the word “Queen” has be- 
come a general stock term of description owned by nobody as 
was the case with the word “Star”’ for beer, discussed by the court 
in Star Brewing Co. v. Val. Blatz Brewing Co. (165 O. G. 730, 36 
App. D. C. 534 [1 T. M. Rep. 46]). Even if applicant’s conten- 
tion that the word “Queen” was thus incapable of appropriation 
by anyone were proven, it would not be material to the case. If 
it is true, as applicants argue, that the really distinctive feature of 
their mark is the inverted black triangle around the word “‘Queen,” 
it would improve the mark to remove the word “Queen,” which 
they say is common property, and not distinctive. Referring to 
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the unsupported statement in the brief that the applicant’s goods 
are generally known as “Queen Make Black Triangle,” it may be 
argued that while the decision must be based on the evidence in 
the record (Robinson v. Seelinger, 116 O. G. 1735; 25 App. D. C. 
237), the words “Queen Make” found on the applicant’s label as 
actually used, only still more closely imitate the mark “‘Queen 
Quality” of another. There is no reason for using the word 
“Queen” at all, unless it is to take advantage of the notoriety of 
other goods bearing the name. There is no merit in applicant’s 
contention that their goods are of different descriptive qualities 
from the overskirts upon which several of the previous marks 
were used. (Wolf & Sons v. Lord & Taylor, 202 O. G. 632; 41 
App. D. C. 514 [4 T. M. Rep. 219].) 
The action of the examiner is affirmed.! 


Cray, A. C.—The applicant corporation appeals from the 
action of the examiner of trade-marks in refusing the registration 
of its trade-mark consisting of the words ‘“‘American Queen”’ for 
silk gloves, because it appears that a similar “Queen”’ belongs to 
Thos. G. Plant Company as a mark for gloves inter alia. 

Applicant alleges the adoption of its mark in February, 1915, 
long after the registration of the reference, but it contends that 
the word “‘Queen”’ has become a term of such general use that 
anybody may appropriate it and, therefore, a distinctive part of 
applicant’s mark is the word “American”’ therein. There are 
statements in the brief such as that Plant Company’s mark 
“Queen” has not been in exclusive use except for shoes and that 
applicant’s customers did not know of a glove on the market bear- 
ing such mark, which are not supported by proof and, of course, 
must not be considered. 

The fact, if it be a fact, that nobody has the right to monopo- 
lize the word “Queen” for these goods, certainly does not give the 
applicant the right to employ it as the distinctive part of its mark 
(Ex parte, Moller & Schuman Co., 106 Ms. Dec. 432; In re Herbst, 
134 O. G. 1565; 30 App. D. C. 297 and Heublein v. Adams, 135 
Fed. Rep. 782, therein cited). The argument that such a mark 
as “American Queen”’ is distinctive and different from the mere 


1 Ex parte, Isaac Ginsberg & Bro., 120 Ms. Dec. 162, July 28, 1916. 
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word “‘Queen”’ because the latter is a term of such wide use as 
to be not distinctive, is without logic; it is entirely answered by 
the question why did the applicant adopt the words “American 
Queen,” rather than the words “American Girl” or “American 
Maid” or “American” anything else? The natural and logical 
thing for a man starting his trade in a new line of goods as a rival 
to established traders would be to adopt a mark as different as pos- 
sible from that used by his rivals. If, on the contrary, he imi- 
tates a mark already established, it would naturally, in the absence 
of good reason to the contrary, give a presumption that he made 
this particular selection with the idea of profiting by the popu- 
larity of the used mark, which he has imitated. This, it is the 
purpose of the law to prevent, not to encourage. (Phoenix Paint 
& Varnish Co. v. Lewis & Bro., 139 O. G. 990; 32 App. D. C. 285.) 
The action of the examiner is sustained.! 


Oppositions—Consolidation 


Ewr1nc, C.—It appeared that there are two oppositions in- 
volving the same subject matter and the same parties, the only 


difference being the date of filing and the registration of the Every- 
day Mechanics Co., Inc. It is, on motion of the applicant, di- 
rected that these two oppositions be consolidated and that the 
opposition proceed to the taking of the proofs. 

No advantage would seem to follow from deciding at this 
time any of the other questions raised on the motions. The exam- 
iner of interferences is sustained.” 


Conflicting Marks—Disclaimer 

Wuitenecad, A. C.—This is an appeal from the action of the 
examiner of trade-marks, refusing to register the words “ Kady 
Koatless’’ as a trade-mark for suspenders. Registration was 
refused in view of a prior registration of the word ‘“‘Coatless” and 
based on the decision of the court of appeals in Fishbeck Company 
v. Kleeno Mfg. Co. (216 O. G. 663 [5 T. M. Rep. 327]). 

The applicant has filed the following disclaimer: “‘No claim 
being made to the name ‘ Koatless,’ apart from the mark shown 
in the drawing.” 


1 Ex parte, Crowley Milner & Co., 120 Ms. Dec. 166, July 31, 1916. 
2 Popular Mechanics Company v. Everyday Mechanics Co., Inc., 120 Ms. 
Dec. 92, July 18, 1916. 
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It is argued that the marks are not positively similar and that 
the case is distinguished from the case cited by the examiner, be- 
cause the word “ Koatless”’ is not an essential part of applicant’s 
mark. 

The case in my opinion clearly falls within the ruling laid 
down by the court of appeals in the decision cited and in the case 
of Carmel Wine Company v. California Winery (174 O. G. 586; 
38 App. D. C. 1 [2 T. M. Rep. 33]) referred to therein. The 
word “ Koatless”’ is obviously the same in a trade sense as the word 
*““Coatless.”” The latter word constitutes the mark of the registrant 
and, in my opinion, is not a valid trade-mark. The word “‘Coatless’”’ 
is as much an essential part of applicant’s mark as was the appel- 
lee’s picture an essential part of appellee’s mark in the Carmel Wine 
case. The fact that applicant has filed a disclaimer of the use of the 
word “ Koatless,” except as appearing in its mark, is immaterial in 
view of the holding of the court of appeals in the Fishbeck case. 

The decision of the examiner of trade-marks is affirmed.! 


Conflicting Marks—Descriptive Word 

WuitrreneaD, A. C.—This is an appeal from a decision of the 
examiner of trade-marks refusing to register as a trade-mark for 
“a chemical compound for agricultural, metallurgical and chem- 
ical purposes,” an elliptical figure enclosing the word “CYANA- 
MID,” having above it the word “ACCO” and below it “1907,” 
etc., on the ground that “ACCO” had been previously registered 
to the Atlantic Chemical Corporation for fertilizers, and that 
“CYANAMID,” the prominent word of the mark, as well as the 
other words, was descriptive. 

“ACCO” having been registered for susbtantially the same 
class of goods, applicant’s mark cannot be registered with this 
word thereon. (Carmel Wine Co. v. California Winery, 174 O. G. 
586; 38 App. D. C. 1 [2 T. M. Rep. 33]). It is so inconspicuous, 
however, that it may be removed without being considered a 
“mutilation” of the mark. 

As to the descriptiveness of the word “CYANAMID,” reissue 
patent No. 12,762, March 10, 1908, to Frank and Caro, assigned 
to applicant, uses it descriptively. For example, in the specifi- 


1 Ex parte, The Ohio Suspender Company, 120 Ms. Dec. 144, July 20, 1916. 
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cation and in the claims the compound is several times denomi- 
nated “‘cyanamid.”’ In view of this use of “cyanamid,” applicant 
should not now be heard to contend that the word is not descrip- 
tive of its goods. The word is also used descriptively in the patent 
of Pfleger, No. 671,709, April 9, 1901. 

It is noted that while a disclaimer of the words “‘the perfect 
ammoniate” and “atmospheric nitrogen” has been filed, no dis- 
claimer of the word “CYANAMID” has been made. The word 
is not regarded as so distinctively displayed as to bring it within 
the ruling in Ex parte, Hammond, Standish & Co. (116 Ms. Dee. 
352 [5 T. M. Rep. 205]) in which the word “Bestever”’ with the 
top of the “T”’ extending over all the letters was held to be not 
‘“‘merely descriptive.” 

The refusal of the examiner to register the mark under the 
circumstances enumerated seems to be correct and it is affirmed.! 


Color 

Ewine, C.—Applicant has filed three affidavits which seem 
to establish that it has succeeded in making the red band useful 
in the sale of goods to which it is applied. I know of no reason 
why a mark of this character cannot be a proper trade-mark. 

The exhibits filed to show the large amount of advertising 
which the applicant has done in making this mark useful are not 
necessary to the record and may be returned. 

The mark will be forwarded for publication. 

The examiner of trade-marks is overruled.? 


Goods of the Same Descriptive Properties 


Newton, A. C.—This is an appeal from the decision of the 
examiner of trade-marks, refusing to dissolve the interference. 

There seem to be two questions involved in this motion— 

(1) Have these parties mutilated their marks by selecting 
the word “‘Golden” and disregarding the rest of their marks? Reg- 
istrant’s labels contain the words “Golden Grape Juice,” while 
applicant’s labels vary to some extent, one showing just the words 
“Golden Orange’’ and the other the same words and the repre- 
sentation of an orange. 


' Ex parte, American Cyanamid Company, 120 Ms. Dec. 153, July 25, 1916. 
Ex parte, The B. F. Goodrich Company, 120 Ms. Dec. 110, July 13, 1916. 
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This same matter was before me for consideration March 15, 
1916, in the application of J. Hungerford Smith Co. [6 T. M. 
Rep. 445] because the examiner had refused to register the word 
“Golden” to applicant on the ground that “Golden” was not its 
real mark and I had held that, inasmuch as the same word has 
been allowed to registrant when it showed “Golden Grain Juice,” 
the same terms should be accorded applicant. 

It is still held that all doubts should be resolved in favor of 
this applicant, in view of the allowance of ‘“‘Golden”’ to the regis- 
trant. 

(2) Registrant claims that the class of goods of these two 
parties is not of the same descriptive character. Registrant’s 
goods are put up in bottles and consist of a non-alcoholic carbon- 
ated beverage, while applicant’s goods are ordinarily in the form 
of flavoring syrups. Applicant contended at the hearing that its 
goods were sold also as a beverage which was sometimes carbon- 
ated and exhibited a label having on it the name “J. Hungerford 
Smith Co.,”’ the representation of an orange and the words “‘Golden 
Orangeade, ‘bottled by W. L. Strothers & Co.,” but the registrant 
contends that this is not applicant’s label, and, as a matter of fact, 
applicant sells the syrup to customers, such as W. L. Strothers & 
Co., and the customers use the syrup to make the orangeade and 
sell it as their goods. 

This statement may or may not be true and it needs testi- 
mony to bring these facts fully to light and until they are brought 
to light, this interference should not be dissolved. 

Furthermore, even assuming registrant only sells a carbon- 
ated beverage and that applicant sells flavoring syrups, it is not 
clear that these goods are of different descriptive character, espe- 
cially in view of such decisions as Ex parte, Allgoever (183 O. G. 
505 [2 T. M. Rep. 440]), holding that a carbonated syrup for 
flavoring beverages and ginger ale, sarsaparilla, lemon soda and 
club soda to be of the same descriptive character. In Phoenix 
Paint & Varnish Company v. John T. Lewis & Bro. (139 O. G. 
990; 32 App. D. C. 285), the court of appeals of the District of 
Columbia held that paste paint and ready mixed paints were goods 
of the same descriptive character. 

Registrant’s motion, therefore, to dissolve should be denied 
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on both grounds and the decision of the examiner of trade-marks, 
refusing the dissolution, is affirmed.! 


Ten-Y ear Clause 

Ewi1nc, C.—This is an appeal by the Warren-Ehret Co. from 
the decision of the examiner of interferences, sustaining the peti- 
tion of Ehret Roofing & Mfg. Co. for the cancellation of appel- 
lant’s registration mark, consisting of the words “Ehret’s Slag 
Roofing.” 

The article known as “Ehret’s Slag Roofing”’’ was the subject 
matter of a patent formerly owned by the Warren-Ehret Co., or 
its predecessors, which expired in 1885. The petitioner for can- 
cellation alleges that the words “‘Ehret’s Slag Roofing”’ are de- 
scriptive of the article manufactured and sold under the expired 
patent and that the article has come into wide commercial use 
under that name. 

The registrant moved to dismiss the original petition for can- 
cellation on the ground that a case had not been made out against 
it. The motion was sustained with leave to amend. The motion 
to dismiss the amended petition was filed, but denied. Registrant 
refused to file an answer, electing to stand upon its motion to 
dismiss. Judgment was thereupon rendered against the regis- 
trant by the examiner of interferences and the present appeal 
followed. 

That the words are descriptive is immaterial under the ten- 
year clause of the act of 1905. 

It is urged by the registrant that the petitioner had no stand- 
ing, because it fails to allege any use of the mark in the ten years 
next preceding the passage of the act of February 20, 1905, during 
which the registrant claims to have acquired its title. I think 
this objection is sound and controlling. 

The fact that the patent expired prior to the beginning of the 
ten-year period clearly distinguishes the case at bar from the case 
of Heaton-Peninsular Button Fastener Co. v. Independent Button 
Fastener Co. (214 O. G. 1319; 43 App. D. C. 264 [5 T. M. Rep., 
247). 


‘J. Hungerford Smith Co. v. Golden Grain Juice Co., Inc., 120 Ms. Dec. 70, 
July 30, 1916. 
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The decision of the examiner of interferences is reversed and 
the petition for cancellation dismissed.' 


Disclaimer 

Ewinc, C.—The hearing has been advanced at the request of 
the attorney. 

Part of the angle line forms a part of the letter ““T”’ and an- 
other part of the angle line separates the words “‘The”’ and “In- 
knife” and the word “The” is overscored and the word “ Inknife”’ 
underscored. The whole seems to be a definite unit. The exam- 
iner has indicated that with a disclaimer of the word “ Inknife,”’ 
he would allow the registration. I see no necessity for the dis- 
claimer. 

The examiner of trade-marks is overruled.? 


Publici Juris 


Newton, A. C.—This is an appeal from the decision of the 
examiner of trade-marks, refusing to register “‘He-lol”’ as a trade- 
mark for liquid healing and antiseptic dressing; first, on the ground 
that the application is abandoned; second, on the ground that the 
words are descriptive, being merely a phonetic spelling of the words 
‘Heal All,” and third, on prior registrations. 

First: As to abandonment, it is held that the affidavit of the 
attorney sets forth a cause of unavoidable delay in filing an appeal, 
and the application is accordingly revived for further prosecution. 

Second: As to the descriptiveness of “‘He-lol,” it is held 
that inasmuch as it is not pronounced in the same way as “Heal 
All,” it is not fatally defective. 

Third: In regard to the references, applicant has heretofore 
shown that he has tried to get into communication with the prior 
registrant, but that his letters were returned unopened. Better 
proofs that registrant is out of business and has abandoned his 
mark should be presented than the mere return of a letter by the 
post office. Applicant, since the hearing, has presented a satis 
factory showing from a commercial agency that the Nielson busi- 
ness and his trade-mark had been abandoned, and this reference 
should, therefore, have been withdrawn. 


1 Ehret Roofing & Mfg. Co. v. Warren-Ehret Co., 120 Ms. Dec. 140, July 17, 
1916. 


2 Ex parte, American Type Founders Company, 120 Ms. Dec. 47, June 27, 1916. 
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As to the other registrations showing the word “ Lehealol”’ 
for ointment and lotions, I find that no one is entitled broadly to 
all the variations of these words; for example, “Heil-oel”’ in a 
trade-mark for ointment; “He-Lit” for a salve; ‘“‘Healo”’ for 
liniment; “‘Healo” written vertically and horizontally for an 
ointment; ‘‘He-lo” as a trade-mark for salve. In view of these 
registrations, it is believed that this application may be passed 
for publication and registered if no opposition develops, and the 
decision of the examiner of trade-marks is reversed. ! 


Newton, A. C.—This is an appeal from the decision of the 
examiner, refusing to register as a trade-mark for “leather and 
fabric boots and shoes,”’ the representation of a base-ball having 
the word “Globe” diametrically thereon and “The” above and 
‘“*Shoe”’ below. 

It appears that globes have been registered for goods of a 
similar character to applicant’s as far back as 1872. This being 
the case, no one is entitled at this date to the exclusive represen- 
tation of a globe and applicant’s representation of the globe is as 
distinctive from the references as the references are from prior 
references. 

Under these circumstances, it is thought that the application 
should be allowed and the decision of the examiner of trade-marks 
is reversed.? 

What May Be a Trade-Mark 


Newton, A. C.—This is an appeal from the decision of the 
examiner of trade-marks, refusing to register a band around the 
smoke stack of a boat on which oysters are transported, as a trade- 
mark for oysters, on the ground that the alleged mark, not being 
affixed to the goods, does not come within the definition of a trade- 
mark. 

The applicant sets forth that it is impracticable to attach 
trade-marks to oysters, that a boat is in a sense a receptacle in 
which the oysters are transported, and it has adopted the only 
practical way of marking its goods. 

Traveling around the streets of every city are wagons which 
peddle vegetables from one house to another. These wagons 


x parte, Prescott L. Steadman, 120 Ms. Dec. 82, June 30, 1916. 
x parte, Globe Shoe Store, Inc., 120 Ms. Dec. 120, June 30, 1916. 
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bear the name of the peddler but it is not believed that such a 
name is a valid trade-mark. It comes clearly within the char- 
acteristics or definition of a trade-name, and so the applicant’s 
mark on the smoke stack. It is customary to mark these smoke 
stacks whether there is any goods transported in the boat or not. 
Anyone seeing such a mark on a smoke stack would understand 
it in its ordinary meaning as representing the name or personality 
of the owner, which is exactly what a trade-mark does; but the 
statute makes no provision for the registration of trade-names. 

I do not see my way clear, therefore, to register applicant’s 
alleged mark, and the decision of the examiner of trade-marks is 
affirmed.! 

Evidence 


Newton, A. C.—This is an appeal from the decision of the 
examiner of interferences, awarding in an interference proceeding 
priority of adoption to the Albany Perforated Wrapping Paper 
Company of the word “Western,” for toilet paper. 

At the argument before me, the main point discussed was 
whether The John Hoberg Company, who used “Great Western” 
in 1895-6 as a mark for the same goods, and the word “ North- 
west”’ from 1897 to date, with a gap from 1901 to 1903, when it 
began using the trade-mark in issue, ““Western,” and used it to 
date, should be given priority in view of the use by the Albany 
Perforated Wrapping Paper Company of the word “‘West” from 
1893 to 1898, and of the word ‘‘Western,”’ the trade-mark in issue, 
in 1900 and then to date. 

“West” is about as close to “Western” as is “Great West- 
ern,” and if anything, closer than “‘ Northwest,” so that if we con- 
fine the consideration of this case strictly to the use of the word 
“Western,” which has been made the issue of this interference, 
the Albany Perforated Wrapping Paper Company must be 
awarded priority, since it began using “‘ Western” in 1900 and The 
John Hoberg Company in 1903. On the other hand, if it be ad- 
judged that either party is entitled to consideration because of the 
use of a similar word prior to the adoption of ““Western,” the mark 
in controversy, then again the Albany Perforated Wrapping Paper 
Company should be awarded priority, since it began to use the 


1 Ex parte, The H. J. Lewis Oyster Company, 120 Ms. Dec. 72, June 30, 1916. 
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word ‘‘West”’ in 1893, when the earliest date that could be given 
to The John Hoberg Company is the date of its adoption of “Great 
Western,” which was 1895. As between the parties to this inter- 
ference, therefore, the equity seems to be with the Albany Per- 
forated Wrapping Paper Company. 

The John Hoberg Company has introduced the witness, Scher- 
merhorn, apparently with a view of showing that neither of the 
interfering parties is entitled to registration, but a close analysis 
of Schermerhorn’s testimony, especially as to his commencement 
of the use of “Western,” which was eighteen years before his tes- 
timony was taken, shows it to be so vague, elusive and uncertain, 
that it cannot be accepted as depriving anyone of substantial 
rights. 

I can find no error in the decision of the examiner of inter- 
ferences and it is affirmed.! 


AN ACT TO EXTEND TIME FOR FILING APPLICATIONS 


AND FEES IN FAVOR OF CERTAIN NATIONS 
(230 O. G. 1) 


[PusLic—No. 213—64TH CoNnGREss] 
[H. R. 13982} 


An act to extend temporarily the time for filing applications and 
fees and taking action in the United States Patent Office in 
favor of nations granting reciprocal rights to United States 
citizens. 

Be it enacted by the Senate and House of Representatives 
of the United States of America in Congress assembled, That any 
applicant for Letters Patent or for the registration of any trade- 
mark, print, or label, being within the provisions of this act, if 
unable on account of the existing and continuing state of war to 
file any application or pay any official fee or take any required 
action within the period now limited by law, shall be granted an 
extension of nine months beyond the expiration of said period. 

Sec. 2. That the provisions of this act shall be limited to 
citizens or subjects of countries which extend substantially similar 


1 The John Hoberg Company v. Albany Perforated Wrapping Paper Company, 
120 Ms. Dec. 65, June 30, 1916. 
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privileges to the citizens of the United States, and no extension 
shall be granted under this act to the citizens or subjects of any 
country while said country is at war with the United States. 

‘Sec. 3. That this act shall be operative to relieve from 
default under existing law occurring since August first, nineteen 
hundred and fourteen, and before the first day of January, nine- 
teen hundred and eighteen, and all applications and Letters 
Patent and registrations in the filing or prosecution whereof de- 
fault has occurred for which this act grants relief shall have the 
same force and effect as if said default had not occurred. 

Approved August 17, 1916. 














The United States Trade-Mark Association 


Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country; 


Owns the largest library of trade-mark literature in the 
United States, and one of the largest in existence; 


Furnishes the most reliable information to be had, on any 
} question of trade-mark protection; 


Registers trade-marks in all countries; 


Has proposed and passed legislation of inestimable value to 
trade-mark property, both in the United States and in foreign 
countries; 


Cooperates with attorneys in protecting their clients’ interests. 
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